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AUGUST 15, 1984.-Ordered to be printed

r. FUQUA, from the Committee on Science and Technology,
submitted the following.

REPORT

together with

ADDITIONAL VIEWS

ITo accompany H.R. 5003 which on March 1, 1984, was referred jointly to the
Committee on the Judiciary and the Committee on Science and Technology]

[Including cost estimate of the Congressional Budget Office]

[To accompany H.R. 5003]

he Committee on Science and Technology, to whom was re-
ed the bill (H.R. 5003) to establish a uniform Federal system for
hagement, protection, and utilization of the results of federally

jsored scientific and technological research and development,
for other purposes, having -considered the same, report favor-

i thereon with an amendment and recommend that the bill as
ded do pass.

]The amendment strikes out all after the enacting clause of the
and iiiserts a new text which appears in italic type in the re-

ited bill.
it this Act may :be cited as the "Uniform Science and Technology. Research and
telopment Utilization Act".
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TITLE I-POLICY

FINDINGS

SEC. 101. The Congress, recognizing the profound impact of science and techn
gy, finds and declares that--

(1) the United States has recently experienced a decline in industrial inno-
tion and productivity which adversely affects domestic productivity, the rate
economic growth, the level of employment, the balance of trade, and the a
ment of other national goals;

(2) the national support of scientific and technological research and develop.:
ment is indispensable to sustained growth and economic stability, and it is i
the national interest to maximize the benefits to the public for such investment

(3) inventions resulting from Government-sponsored research and develop
ment constitute a valuable national resource which should be developed in
manner consistent with the public interest and the equities of the respective
parties; and

(4) there is a need for the establishment and implementation of a flexible'!

Government-wide policy to increase the utilization of the results of Govern-.:
ment-sponsored research and development, and this policy should promote theK
progress of science and the useful arts, encourage the efficient commercial utili.'
zation of technological developments and discoveries, guarantee the protection
of the public interest in the United States and foreign countries, and recognize
the equities of the contracting parties.

TITLE II-IMPLEMENTATION

FUNCTIONS OF THE FEDERAL COORDINATING COUNCIL ON SCIENCE, ENGINEERING, AND
TECHNOLOGY

SEC. 201. (a)(1) The Federal Coordinating Council for Science, Engineering, ant4i
echnology (established by section 401 of the National Science and Technology
Dlicy, Organization, and Priorities Act of 1976 (42 U.S.C. 6651) and reestablished b
xecutive Order 12039) (hereinafter in this section referred to as the "Council"
iall make recommendations to the Director of the Office of Science and Technolo
olicy (or his designee) and to the Secretary with regard to uniform policies, guigd
nes, and practices to carry out the provisions of this Act.
(2) For the purpose of assuring effective management of Government-ownedt
rnded inventions, the Secretary of Commerce shall chair a committee of the Couii

il to formulate the recommendations required by this subsection. Such commitA
hall also include but not be limited to representatives of each Federal agency wi't

major research and development program. When adopted by the Director
uch recommendations shall be transmitted to Federal agencies through appropri
hannels, including those provided in section 202(6).

(b) In order to carry out the responsibilities set forth in subsection (a), the Coun
nay-

(1) acquire data and reports from Federal agencies on the interpretation an4
implementation of this Act and related policies, regulations, and practices;

(2) review Federal agency implementation of the provisions of this Act;
(3) analyze, on a continuing basis, data acquired by the Council;
(4) consider problems and developments in the fields of inventions, patent

and matters connected therewith and the impact thereof on Government poliq
or uniform accommodation or implementation by Federal agencies; and
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(5) publish annually a repot on. Council efforts, findings, and recommenda-
tions made under this section, which report shall include-

(A) relevant statistical data regarding the disposition of subject invention
disclosures resulting from Government-sponsored research and develop-
mont, including them§ inVtntion§ dial9g0ed by mU{1 bulineue Cand nanprTf-
it organizations;

(B) any recommendations for changes in law to better achieve the pur-
poses of this Act; andl' (C) an analysis of Federal-policies related to this Act.

FUNCTIONS OF TnE SECRETARY OF.COMMERCE

[,c. 202. For the purpose of assuring the effective management of Government-
[vned inventions, the Secretary-

- (1) may assist Federal agency efforts to promote the licensing and utilization
of Government-owned inventions;

fi }(2) may assist Federal agencies in seeking and maintaining protection on in-
ventions in foreign countries, including the payment of fees and costs connected
therewith;

(3) may consult with and advise Federal agencies as to areas of science and
technology research and development with potential for commercial utilization;
# (4) may publish notification of all Government-owned inventions that are

. available for licensing or assignment;
F:5) may evaluate inventions referred to him by Federal agencies, and patent

.. pplications filed thereon, in order to identify those inventions with the great-
/est commercial potential and to insure promotion and utilization by the public
:ofinventions so identified; and

r :(6) may initiate regulations and revisions thereof which shall be promulgated
by the Director of the Office of Management and Budget after full consideration
0fagency and public comments.

TITLE HI--ALLOCATION OF RIGHTS

RIGHTS OF THE GOVERNMENT AND THE CONTRACTOR

Mc. 301. (a) Subject to subsection (c) and to section 303, each contractor may elect
i'retain worldwide title to any subject invention. Where not in violation of existing
1eaties or laws of the United States, a Federal agency may, at the time of contract-
4, limit or eliminate this right, place additional restrictions or conditions in the
eitract that go beyond those set forth in subsection (c), expand the rights of the
overnment to license or sublicense, or alter or eliminate the contractor's right

under subsection (c)(7), but only if-
(1) it is determined by a Government authority which is authorized by statute

or Executive order to conduct foreign intelligence or counterintelligence activi-
ties that this is necessary to protect the security of such activities;

: (2) the contractor is not located in the United States or does not have a place
- of business -located in the United States, is a foreign government, or is subject to

the control of a foreign government;
i? (3) the contract is related to or associated with an international treaty, agree-

bment, memorandum of understanding, or other arrangement with a foreign gov-r ernment including (but not limited to) agreements of cooperation in science and
technology and military agreements related to weapons development or produc-

S tion, and it is determined by the agency that rights in the Government in any
Subject inventions beyond the license right provided in subsection (c)3) are nec-

y for the agency to fulfill its obligations under the international treaty,
agreement, memorandum of understanding, or arrangement;
: (4) the agency determines, on a case by case basis, that there are exceptional
circumstances requiring such action; or

(5) the contract includes the operation of a Government-owned, contractor-op-
ierated facility of the Department of Energy primarily dedicated to that Depart-
: ment's naval nuclear propulsion or weapons related programs; however, all con-

tractual limitations under this subparagraph on the contractor's right to elect
title to a subject invention are limited to inventions occurring under the above

-' two programs of the Department of Energy.
b0) Each determination made by a Federal agency under subsection (a) shall be in
iting, and copies of those made under subsections (a)(4) and (a)(5) shall be filed
th the Federal Coordinating Council for Science, Engineering, and Technology. In

Fe case of a determination under subsection (a)(4) or (a)(5), the statement shall in-::



4

dlude an analysis supporting the determination and justifying the limitations i
conditions being imposed. If the contractor believes that a determination is contri
to the terms, policy, or objectives of this Act, or constitutes an abuse of discretion
the agency, the determination shall be subject to section 303(b). Whenever the 1
rector of the Office of Management and Budget has determined that one or moa
Federal agencies are utilizing the authority of subsection (a)(4) or (a)(5) in a mann
that is contrary to the terms, policy, or objectives of this Act, he may promu
regulations under section 202(6) which establish policies, procedures, and guideline
describing classes of situations i:t which agencies may not utilize the provisions
subsection (aX4) or (a)(5).

(c) In accordance with regulations which shall be promulgated under sectit
202(6), each contract under which the contractor may elect to retain title to a i
ject invention shall include a patent rights clause containing such provisions as
be necessary and appropriate to effectuate the following rights and requiremdsil

(1) The contractor shall disclose each subject invention to the contractinFl
eral agency within a reasonable time after it is made and the Governmen-l
receive title, upon request, to any subject invention not disclosed withi
reasonable time.

(2) Unless the Government has acquired the right to title in accordance w
subsection (a)-

(A) the contractor shall make a written election to retain title toi bt
ject invention within a reasonable time after disclosure under par
(1);

(B) the Federal agency may consider and, with the consent of the con
tor, grant requests for retention of rights by the inventor in any coun
which the contractor has not elected title on such terms and conditio
may be deemed appropriate by the agency and subject to section 303;

(C) a contractor electing to retain title in any country to a subjectn
tion shall file a patent application in the elected country within a i
ble time; and

(D) the Government may receive title to any subject invention in a
countries in which the contractor or inventor has elected not to retain ti
or has failed to file a patent application in accordance with this paragrap

(3) With respect to any subject invention to which a contractor elects to e
title, the Government shall have (in addition to any rights that have been t
under subsection (a))--

(A) a nonexclusive, nontransferable, irrevocable, paid-up license to
tice or have practiced the subject invention throughout the world by
behalf of the Government;

(B) if provided in the contract, such additional rights to sublicens
foreign government or international organization pursuant to any ex
or future treaty or agreement; and

(C) the right to require the contractor, inventor, or assignee to licen
other person to practice a subject invention on reasonable terms if--

(i) such licensing is necessary to permit lawful commercial man
ture, use, or sale by a third party of a specified end item of a
multiyear research and development project of the Departme
Energy or the National Aeronautics and Space Administratioi
such subject invention was made during research and developme
tivities directly related to that project;

(ii) a similar product or process is not commercially availabl
reasonable substitute for the licensing; and

(iii) such right is specified in the contract.
(4) The Federal agency shall require, in accordance with regulatio

shall be promulgated under section 202(6), at least one written report
the first 3 years after issuance of the patent to a contractor or invento
may require other written reports on the efforts to obtain commercial '
tion made by the contractor, inventor, licensee, or assignee with respect
subject invention to which the contractor elects title pursuant to this Z
except that any such report, as well as any information on utilization or e
toward obtaining utilization obtained as part of a proceeding under sectio
shall be treated by the agency as a trade secret or as commercial or
information obtained from a person and privileged or confidential and not]
ject to disclosure under section 552 of title 5, United States Code.

(5) The contractor or inventor, in the event a United States patent alpli
is filed by it or on its behalf or by any assignee, shall include within thes
cation of such application and any patent issuing thereon a statement
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ing that the invention was made with Government support and that the Gov-
ernment has certain rights in the invention.

(6) After payment of patenting costs, licensing costs, payments to inventors,
and other expenses, the balance of any royalties or income earned on subject
inventions by the contractor operating a Government-owned contractor-operat-
ed facility (up to a total equal to 5 percent of that facility's annual budget), if

gtihe contractor elects to retain such funds, shall be used by such contractor for
scientific research, development, and education consistent with the research
and development mission and objectives of such facility including activities that
increase the licensing potential of other inventions of the facility. Any addition-
al royalties and income shall be returned to the Treasury. To the extent that it
'rovides the most effective technology transfer, the licensing of the inventions
uI?[volved shall be administered by contractor employees on location at the
~facility.

.(7) The contractor, in cases when-it has the choice under subsection (a) to
retain title to a subject invention but does not elect to retain title or is required

iot0 grant a license under section 303 (a)(2) or (a)(3), may retain a nonexclusive,
!royalty-free, paid-up, worldwide license (including the right to sublicense affili-
.sates, subsidiaries, and existing licensees to whom the contractor is legally obli-
:gsted to sublicense) in any subject invention to which the Government obtains
title, which license shall be limited or revocable only to the extent necessary for
tthe Government to grant an exclusive license; except that the contractor shall

i not be entitled to such a license if the contractor has willfully failed to disclose
he subject invention.

.(8) A transfer by the contractor of rights in any subject invention shall be
iubject to the rights of the Government provided by this section and sections

372, 303, and 304.
:(9) The clause may impose any other administrative requirements which may

,:1necessary to effectuate rights of the Government and the contractor as speci-
9 fled in this Act, to the extent not inconsistent with this Act.

WAIVER

SE. 302. (a) In accordance with regulations which shall be promulgated under sec-
n202(6), a Federal agency may, at any time, waive all or any part of the rights of
,Government under sections 301.and 303 in any subject invention or class of sub-
t inventions which are or may be made under a contract of the agency if the
ency determines that the interests of the Government and the general public will
best served thereby, including but not limited to instances where-
:i; (1) the contract involves cosponsored, cost-shared, or joint venture research or
?development and the contractor or other sponsor or joint venturer is required to
''make a substantial contribution of funds, facilities, personnel, data, or equip-
-ment to the work performed under the contract, or
. (2) the conditions justifying acquisition of title by the Government under sec-
/tion 301(a) no longer exist or do not apply in the case of the subject invention.

O.The Federal agency shall maintain a record, which shall be made public and
rodicaRly updated, of determinations made under subsection (a).
§14 making determinations under subsection (a), the agency shall consider at
,Ahe following objectives:

'A1) Encouraging the wide availability to the public of the benefits of Govern-
inent-sponsored research and development in the shortest practicable time.

i:-.W),Promoting the commercial utilization of inventions made under Govern-
'I entfunding agreements.
,43) Encouraging participation by highly qualified private persons in Govern-

'fWtent-sponsored research and development programs.
, (4)Fostering competition and preventing the creation or maintenance of situ-

tilons inconsistent with the antitrust laws.
~i he~n an agency waives all or part of its rights in an invention under subsec-

aX=2);~the contractor shall be permitted to take title subject to this section and
,tuons 301(c), 303, and 304.

~- MARCH-IN RIGHTS AND NOTIFICATION OF AVAILABILITY FOR LICENSING

Sic. 303. (a) Where a contractor or inventor has elected to retain title to a subject
Mention under section 301 or 302, the Federal agency shall have the right, in ac-
iiance with regulations which shall be promulgated under section 202(6), and sub-
tto the provisions of subsection (b), to require the contractor or his assignee or

einventor or his assignee to grant a nonexclusive, partially exclusive, or exclusive



license to a responsible applicant or applicants, upon terms reasonable under the
circumstances, if the head of the agency (or his designee) determines that such
action is necessary-

(1) because the contractor, inventor, assignee, or licensee has not taken, or is
not expected to take within a reasonable time, effective steps to achieve the
practical application of the subject invention;

(2) to alleviate serious health or safety needs which are not reasonably satis-
fled by the contractor, inventor, assignee, or licensee; or

(3) to meet requirements for public use specified by Federal regulation which
are not reasonably satisfied by the contractor, inventor, assignee, or licensee.,-

(b)(l) A determination made pursuant to this section or section 301(aX4) shall not
be subject to the Contract Disputes Act (41 U.S.C. 601 et seq.).

(2) An administrative appeals procedure shall be established by regulations pro-
mulgated under section 202(6).

(3) Any contractor, inventor, assignee, or exclusive licensee adversely affected by a
determination under this section or section 301(a)(4) may, at any time within sixty
days after the determination is issued-

(A) file an appeal under the appeals procedure established pursuant to pare-:
graph (2), or

(B) file a petition in the United States Claims Court which shall have jurisdico
tion to determine the matter de novo and to affirm, reverse, or modify, as ap-
propriate, the determination of the Federal agency. -io

(4) In cases described in paragraphs (1) and (3) of subsection (a), the agency's de-
termination shall be held in abeyance pending the exhaustion of any appeal or peti.
tion described in paragraph (3).

(c)(1) Minimum standards for the commercialization of inventions by contractors
and inventors shall be established by regulations promulgated under section 202(6)..

(2) If the head of an agency (or his designee) determines, on the basis of informsa
tion contained in the report required to be filed with the agency by a contractor or
inventor under section 301(c)(4), that such contractor or inventor has failed to meet
the minimum standards prescribed pursuant to paragraph (1) and the invention has
potential commercial value, such agency head (or designee) shall refer interested
parties to the patent holder of such invention through the licensing program of such
agency or the National Technology Information Service.

BACKGROUND RIGHTS

SEC. 304. (a) Nothing contained in this Act shall be construed to deprive the owner
of any background patent of such rights as the owner may have under such patent.

(b) No contract shall contain a provision allowing a Federal agency to require the
licensing to third parties of inventions owned by the contractor that are not subject
inventions unless such provision has been approved, and a written justification has
been signed, by the head of the agency (or his' designee). Any such provision shal'
clearly state whether the licensing may be required in connection with the practice
of a subject invention, a specifically identified work object, or both. The head of the
agency may not delegate the authority to approve such provisions or to sign the uj
tification required for such provisions to a program level lower than Assistant
retary in the case of a Department or Assistant Administrator or comparable of
cial in the case of any other agency.

(c) A Federal agency shall not require the licensing of third parties under
such provision unless the head of the agency (or his designee who is responsible
the program and who holds as a minimum the rank of Assistant Secretary, Assist'
ant Administrator, or its equivalent) determines that the use of the invention
others is necessary for the practice of a subject invention or for use of a work objece
of the contract and that such action is necessary to achieve the practical applicati[s`
of the subject invention or work object. Any such determination shall be on t'ne
record after an opportunity for an agency hearing in which the contractor has t:he
right to participate and the contractor shall be given prompt notification of thesd:
termination by certified or registered mail.

TITLE IV-MISCELLANEOUS

DEFINITIONS

SEC. 401. As used in this Act (other than in section 402)-
(1) the term "person" means any person as defined in section 1 of title 1,

United States Code;
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(2) the term "Government" means the Government of the United States of
America;

(3) the term "Federal agency" means an Executive agency (as defined in sec-
tion 105 of title 5, United States Code), and the military departments (as defined
in section 102 of title 5, United States Code);
:(4) the term "small business firm" means a small business concern as defined

in section 2 of the Small Business Act (15 U.S.C. 632) and implementing regula-
. tions of the Administrator of the Small Business Administration;

(5) the term "nonprofit organization" means a university or other institution
of higher education or an organization of the type described in section 501(c)(3)
of the Internal Revenue Code of 1954 and exempt from taxation under section
501(a) of such Code, or any nonprofit, scientific, or educational organization
qualified under a State nonprofit organization statute;

(6) the term "contract" means any contract, grant, or cooperative agreement
entered into between a Federal agency (other than the Tennessee Valley Au-
thority) and any person other than a small business firm or nonprofit organiza-

:i tion where a purpose of the contract is the conduct of experimental, develop-
: mental, or research work; and such term includes any assignment, substitution

of parties, or subcontract of any tier entered into or executed for the conduct of
experimental, developmental, or research work in connection with the perform-
ance of that contract; but does not mean any work-for-others agreement or

: jointly sponsored research arrangement entered into between a private entity
and the operator of a Government-owned contractor-operated facility;

(7) the term "contractor" means any person or entity (other than a Federal
agency, nonprofit organization, or small business firm) which is a party to a
contract;

(8) the term "Secretary" means the Secretary of Commerce;
(9) the term "Director" means the Director of the Office of Science and Tech-

nology Policy, or his designee;
(10) the term "invention" means any invention or discovery which is or may

be patentable or otherwise protectable under title 35, United States Code, or
any novel variety of plant which is or may be protectable under the Plant Vari-
ety Protection Act (7 U.S.C. 2321 et seq.);

(11) the term "subject invention" means any invention of a contractor con-
ceived or first actually reduced to practice in the performance of work under a
contract, except that in the case of a sexually propagated variety of plant the
date of determination (as defined in section 41(d) of the Plant Variety Protec-
tion Act (7 U.S.C. 2401(d))) must also occur during the period of contract per-
formance;

(12) the term "practical application" with respect to any invention means the
manufacture (in the case of a composition or product), practice (in the case of a

: process or method), or operation (in the case of a machine or system) of such
invention under such conditions as to establish that the invention is being uti-

i, lized and that its benefits are, to the extent permitted by law or Government
? regulations, available to the public on reasonable terms or through reasonable

. . licensing arrangements;
(13) the term "antitrust law" means the laws included within the definition of

the term "antitrust laws" in section 1 of the Clayton Act (15 U.S.C. 12), as
-lamended;

,i i: (14) the term "background patent" means a domestic patent covering an in-
:vention or a discovery (A) which is not a subject invention, (B) which is owned

,:,or controlled by the contractor at any time through completion of the contract,
:x and (C) which the contractor but not the Government has the right to license to

others without obligation to pay royalties thereon;
(15) the term "United States" includes the territories, possessions, and the

:District of Columbia;
' (16) the term "inventor" with regard to a subject invention means a person
who is or will be listed as an inventor on the patent for said invention when
filed in the United States Patent and Trademark Office; and

(i7) the term "Government-owned, contractor-operated facility" includes all
federally funded research and development centers.

AMENDMENTS TO OTHER ACTS

SEC. 402. The following Acts are hereby amended as follows:
(1) Section 205(a) of the Act of August 14, 1946 (7 U.S.C. 1624(a); 60 Stat. 1090)

is amended by striking out the last sentence.

g
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(2) Section 501(c) of the Federal Coal Mine Health and Safety Act of 1969 (90B

U.S.C. 951(c); 83 Stat. 742) is amended by striking out the last sentence.
(3) Section 106(c) of the National Traffic and Motor Vehicle Safety Act of 1966

(15 U.S.C. 1395(c); 80 Stat. 721) is repealed.
(4) Section 12(a) of the National Science Foundation Act of 1950 (42 U.S.C.

1871(a); 82 Stat. 360) is repealed.
(5) Section 152 of the Atomic Energy Act of 1954 (42 U.S.C. 2182; 68 Stat. 949)

is repealed; except that such section shall continue to be effective with respect
to (A) any application for a patent in which the statement under oath referred
to in such section has been filed or requested to be filed by the Commissioner of
Patents and Trademarks prior to the effective date of this Act, and (B) any
right retained by the Government under sections 301(a)(4) and (5) of this Act

(6) The National Aeronautics and Space Act of 1958 (42 U.S.C. 2451 et seq.; 72
Stat. 426) is amended--

.(A) by striking out section 305 (42 U.S.C. 2457); except that subsections ()
(d), and (e) of such section shall continue to be effective with respect to any
application for patents in which the written statement referred to in sub
section (c) of such section has been filed or requested to be filed by the Com
missioner of Patents and Trademarks prior to the effective date of this Act

(B) by striking out "(as defined by section 305)" in section 306(a)(':
U.S.C. 2458(a)), and by striking out "the Inventions and Contribution
Board established under section 305 of this Act" in such section and insert
ing in lieu thereof "an Invention and Contributions Board which shall be
established by the Administrator within the Administration";

(C) by adding at the end of section 203(c) (42 U.S.C. 2473(c)) the following
new paragraph: 'i-

"(14) to provide effective contractual provisions for the prompt and effeci
reporting of the results of the activities of the Administration, including f
and complete technical reporting of any invention, discovery, improvement, or
innovation which may be made in the performance of any work under any con-
tract of the Administration, whether or not patentable under title 35, United
States Code.";

(D) by adding at the end of section 203 (42 U.S.C. 2473) the following nei
subsection:

"(d) For the purposes of chapter 17 of title 35, United States Code, the Adminis
tration shall be considered a defense agency of the United States."; and

(E) by adding at the end of title III the following new section:

USE OF PATENTED INVENTIONS

"SEC. 311. (a) Any object intended for launch, launched, or assembled in ou
space shall be considered a vehicle for purpose of section 272 of title 35, Uni
States Code (35 U.S.C. 272).

"(b) The use or manufacture of any patented invention incorporated in a spa
vehicle launched by the United States Government for a person other than'
United States shall not be considered to be a use or manufacture by or for
United States within the meaning of section 1498(a) of title 28, United States
(28 U.S.C. 1498(a)), unless the Administration gives an express authorization or
sent for such use or manufacture.".

(7) Section 6 of the Act of July 7, 1960 (30 U.S.C. 666; 74 Stat. 337) is asne
by striking out the first sentence.

(8) Section 4 of the Helium Act (50 U.S.C. 167b; 74 Stat. 920) is amend
striking out all after "utilization" and inserting in lieu thereof a period.

(9) Section 32 of the Arms Control and Disarmament Act (22 U.S.C. 257
Stat. 634) is repealed.

(10) Section 302(e) of the Appalachian Regional Development Act of 196
U.S.C. App. 302(e); 79 Stat. 5) is repealed.

(11)(A) The text of section 9 of the Federal Nonnuclear Energy Research
Development Act of 1974 (42 U.S.C. 5908; 88 Stat. 1887) is amended to reaii
follows:

"SEC. 9. The Administration shall be considered a defense agency of the hlJ
States for purposes of chapter 17 of title 35, United States Code."

(B) The heading of such section 9 is amended to read as follows:

9
'Abi)MINISTRATION TREATBD AS /EFENSE AGENCY FOR PURPOSES OF SECRECY OF

/ JNVRENTSIg'".

(12) Section 5(d) of the nsumer Product Safety Act (15 U.S.C. 2054(d); 88Stat. 1211) is repealed.
aS3) Section 3 of the/Act.of April 5, 1944 (30 U.S.C. 323; 58 Stat. 191) is re-pealed.

(14XA) Section 80(c)(3) of the Solid Waste Disposal Act (42 U.S.C. 6981(cX3);90 Stat. 2829) i eae
(B) Section 804(c)(2) of such Act is amended by striking out "notwithstandingsection 8001(c)1),".

: (15) Chapt8 of title .5, United States Code, is amended-
7. t(Al4/y inserting ", but does not mean any work-for-others agreement or
jointly sponsored research arrangement entered into between a private
entity person and the operator of a Government-owned, contractor-operated
facility ' immediately before the period at the end of section 201(b);

(B) y inserting "or any novel variety of plant which is or may be protec-table under the Plant Variety Protection Act (7 U.S.C. 2321 et seq.)" imme-. . diately after "title" in section 201(d);
(C) by inserting ", except that in the case of a sexually propagated variety

: of plant,'the date of determination (as defined in section 41(d) of the Plant
Variety Protection.Act (7 U.S.C. 2401(d))) must.also occur during the period
of contract performance" immediately after "agreement" in section 201(e);(D) in section 20 2 (a)-

(i) by amending clause (i) to read as follows: "(i) when the contractor
is not located in the United States or does not have a place of business
located in the United States or is subject to the control of a foreign gov-ernment,"; and

(ii) by striking out "or (iii)" and inserting in lieu thereof the follow-
ing: ", (iii) when the funding agreement is related to or associated with
an international treaty, agreement, memorandum of understanding, or
other arrangement with a foreign government including (but not limit-

; * ::ed to) agreements of cooperation in science and technology or military
agreements relating to weapons development or production, and it is
determined by the agency that rights in the Government greater than
a nonexclusive license are necessary for the agency to fulfill its obliga-
tions under the international treaty, agreement, memorandum of un-
derstanding, or other arrangement, (iv) when the funding agreement
includes. the operation of a Government-owned, contractoroperated fa-
cility of the Department of Energy primarily dedicated to that Depart-
ment's naval nuclear propulsion or weapons related programs and all
funding agreement limitations under this subparagraph on the contrac-
tor'sright to elect title to a subject invention are limited to inventions
H o.ccurring under the above two programs of the Department of Energy,

'. -i (E) by adding at the end of section 202(b) the following new paragraphs:
m4 If the contractor believes that a determination is contrary to the policies and

nlnation shall be subject to section 203(d).
l Whenever the Director of the Office of Management and Budget has deter-

nedthat one or more Federal agencies are utilizing the authority of section
,aii) in a manner that is contrary to the policies and objectives of this chapter,

apromulgate regulations under section 206 which establish policies, proce--and guidelines describing classes of situations in which agencies may not ex-wl hee authorities of that section.";
! (F)(i) by amending paragraphs (1), (2), and (3) of section 202(c) to read as'follows:

;.1) A requirement that the contractor disclose each subject invention to the
.conntracting Federal agency within .a reasonable time after it becomes known to

'"contractor personnel responsible for the administration of patent matters and
-that the Federal Government may receive title to any subject invention not dis-.closed to it within such time.

"(: 2) A requirement that the contractor make a written election within 2 years
after disclosure to the Federal.agency (or such additional time as may be ap-
:proved by the Federal agency) whether the contractor will retain title to a sub-
ject invention, except that (A) in any case where publication, on sale, or public

wie has initiated the one year statutory period in which valid patent protection
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can still be obtained in the United States, the period for election may be shortened by the Federal agency to a date that is not more than 60 days prior to theend of the statutory period, and (B) the Federal Government may receive titleto any subject invention in which the contractor does not elect to retain rights
or fails to elect rights within such time."(3) A requirement that a contractor electing rights in a subject inventionagrees to file a patent application prior to any statutory bar date that mayoccur under this title due to publication, on sale, or public use, and shall thereafter file corresponding patent applications in other countries in whichi:wishes to retain title within reasonable times, and that the Federal Governmment may receive title to any subject inventions in the United States or othercountries in which the contractor has not filed patent applications on the sub
ject invention within such times."; and(ii) by amending paragraph (4) of section 202(c) by inserting "(A)" after,"(4)", and by adding at the end thereof the following new subparagraph:"'(B) the right to require the contractor, inventor, or assignee to license an
other person to practice a subject invention on reasonable terms if-"(i) such licensing is necessary to permit lawful commercial manufacture,use or sale by a third party of a specified end item of a major, multiyearresearch and development project of the Department of Energy or the Na·tional Aeronautics and Space Administration and such subject invention!was made during research and development activities directly funded under

that project;"(ii) a similar product or process is not commercially available as a re,
sonable substitute for the licensing; and

"(iii) such right is specified in the contract.";(G) by striking out "may" in section 202(c)(5) and inserting in lieu thereo"as well as any information on utilization or efforts at obtaining utilizationobtained as part of a proceeding under section 203 of this chapter shall!(H) by amending paragraph (7) of section 202(c) to read as follows:
"(7) In the case of a nonprofit organization--"(A) a requirement that the contractor share royalties with the inventor,

and"(B) a requirement that the balance of any royalties or income earned bythe contractor with respect to subject inventions, after payments of ex-penses (including payments to inventors) incidental to the administration ofsubject inventions, be utilized for the support of scientific research or edu-
cation.";(I) by adding the following new paragraph at the end of section 202(c."(9) After payment of patenting costs, licensing costs, payments to inventorsand other expenses, the balance of any royalties or income earned on subjecinventions by the contractor operating a Government-owned contractor-opered facility (up to a total equal to 5 percent of that facility's annual budget) ithe contractor elects to retain such funds, shall be used by such contractor fscientific research, development, and education consistent with the reseaand development mission and objectives of such facility including activities tdmincrease the licensing potential of other inventions of the facility. Any additial royalties and income shall be returned to the Treasury. To the extent that:provides the most effective technology transfer, the licensing of the inventicinvolved shall be administered by contractor employees on location at the facilr

ty."; (J) by adding the following new subsection at the end of section 202:"(g)(1) A Federal agency may at any time waive all or any part of the rights of t
United States, under sections 202, 203, and 204 of this chapter, to any subject inwe1tions made under a funding agreement or class of funding agreements if the agencdetermines that the interests of the United States and the general public willbest served thereby including, but not limited to, instances where-"(A) the funding agreement involves cosponsored, cost shared, or jointture research or development and the contractor or other sponsor or joint vn-turer is required to make or has made a substantial contribution of funds, facili-ties, personnel, data, or equipment to the work performed under the fundingn

agreement, or"(B) the conditions justifying acquisition of title by the Government under!2section 202(a) no longer exist or do not apply in the case of the subject inven-
tion.The agency shall maintain a record, which shall be made public and periodicallupdated, of determinations made under this paragraph. ~

"(2) In making determinations under paragraph (1)(XA) of this subsection, the
agency shall consider at least the following objectives:

"(A) Encouraging the wide availability to the public of the benefits of Govern-
ment-sponsored research and development in the shortest practicable time.

"(B) Promoting the commercial utilization of inventions made under Govern-
:.' ment funding agreements.

"(C) Encouraging participation by highly qualified private persons in Govern-
: mentsponsored research and development programs.

"(D) Fostering competition and preventing the creation or maintenance of sit-
. uations inconsistent with the antitrust laws.";(K) by adding at the end of section 203 the following new sentences:"A determination pursuant to this section or section 202(b)(1) shall not be subject tothe Contract Disputes Act (41 U.S.C. 601 et seq.). An administrative appeals proce-dure shall be established by regulations promulgated by the Director of the Office ofManagement and Budget in accordance with section 206. Any contractor, inventor,,assignee, or exclusive licensee adversely affected by a determination under this sec-tion may, at any time within sixty days after the determination is issued, file anappeal under the appeals procedure established pursuant to the preceding sentenceor file a petition in the United States Claims Court, which shall have jurisdiction todetermine the matter de novo and to affirm, reverse, or modify as appropriate, thedetermination of the Federal agency. In cases described in paragraphs (a) and (c),ithe agency's determination shall be held in abeyance pending the exhaustion of ap-
peals or petitions filed under the preceding sentence.";

(L) by adding at the end of the chapter the following new sections:
§W 212. Assignment of title or rights
"Subject to regulations promulgated under section 206, upon a determination that

~6 do so is in the best interests of the Government, an agency may assign title orBer rights-to an invention to a person where such title or rights are held by the
Government under such terms and conditions as will encourage the domestic com-

·merial use of such technology.
9 213. Disposition of rights in educational awards

: "No scholarship, fellowship, training grant, or other funding agreement made bya Federal agency primarily to an awardee for educational purposes will contain any[rovision giving the Federal agency any rights to inventions made by the awardee.";(M) by adding at the end of the table of sections for the chapter the fol-
lowing new items:

22. Assignment of title or rights.
213. Disposition of rights in educational awards.";

and
(N) by amending section 206 to read as follows:

f•D6Uniform clauses and regulations
e Secretary of Commerce may initiate the regulations and revisions theretod standard funding agreemenit provisions, required to implement sections 202ugh 204, to be promulgated by the Director of the Office of Management and
t after full consideration of agency and public comment.".
(16) Section 6(e) of the Stevenson-Wydler -Technology Innovation Act of 1980

11. (15 U.S.C. 3705(e); 94 Stat. 2313) is repealed.
2 (17) Section 10(a) of the Act of June 29, 1935 (7 U.S.C. 427i(a)) is amended by
t riking out the last sentence.

(18) Section 427(b) of the Federal Mine Safety and Health Act of 1977 (30U.S.C. 937(b)) is amended by striking out the last sentence.
(19) Section 306(d) of the Surface Mining Control and Reclamation Act of 1977

30 U.S.C. 1226(d)) is amended by striking out the first two sentences.
(20) Section 21(d) of the Federal Fire Prevention and Control Act of 1974 (15

U.S.C. 2218(d)) is repealed.
(21) Section 6(b) of the Solar Photovoltaic Energy Research, Development, andDemonstration Act of 1978 (42 U.S.C. 5585(b)) is amended by inserting "as

amended" .after "et seq.)".
(22) Section 12 of the Critical Agricultural Materials Act (7 U.S.C. 178j) is re-

pealed.
(23) Section 109 of the Water Resources Research Act of 1984 (42 U.S.C. 10308)

is repealed.
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RELATIONSHIP TO ANTITRUST LAWS

SEC. 403. Nothing in this Act shall be deemed to convey to any person immui
from civil or criminal liability, or to create any defense to actions, under any a

trust law,

EFFECTIVE DATE

SEC. 404. (a) This Act shall take effect six months after the date of the enactn
of this Act.

(b) After the effective date of this Act, each Federal agency may allow a cont

tor or an inventor to retain title to any subject inventions made under contr
awarded prior to the effective date of this Act, subject to the same terms and cc
tions as those which would apply under this Act had the contract been entered

after the effective date of this Act.
(c) Any rights in a subject invention granted to a contractor or inventor pric

the effective date of this Act are hereby ratified and affirmed if such rights
granted in accordance with agency regulations in effect at the time of the gi
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COMMITTEE ACTIONS

H.R. 5003 was introduced by Congressman Fuqua on Mare
1984 with Mr. Brown of California, Mr. Walgren, Mr. Boucher;
Sensenbrenner, and Mr. Gregg as cosponsors. The bill was reft

jointly to the Committees on Science and Technology and o0
Judiciary, and within the Science Committee to its Subcomir
on Science, Research and Technology (SRT).

The SRT Subcommittee held legislative hearings on May I
May 16. Witnesses were Dr. Bruce Merrifield (Assistant Secr
for Productivity, Technology, and Innovation/Department of
merce), Mr. Roger Ditzel (Director of Patents/University of CE
nia), Dr. Robert Fischell (Inventor of the Year/Intellectual Pi
ty Owners, Inc., and Chief of Technology Transfer/Applied PI
Laboratory/John Hopkins University), Mr. Harry F. Ma
(General Patent Counsel/The General Electric Company),
Cruzan Alexander (Vice President/Intellectual Property Ov
Inc.), Dr. Jerry Hudis (Assistant Director/Brookhaven Na
Laboratory), and Dr. Robert F. Shaw (Consultant/American
tute of Aeronautics and Astronautics).

The SRT Subcommittee met on June 19, 1984 for discuss
H.R. 5003. On July 25, 1984 the Subcommittee considered a
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ments to H.R. 5003, adopted an amendment in the nature of a sub-
ititute, and by voice vote, a quorum being present, ordered the bill

reported as amended to the Committee on Scionc0 and Tehnology.
he bill was further amended by the Full Committee on August 8,

1984-and reported from Committee by voice vote.

NEED FOR THE LEGISLATION

T;he historical practice of some agencies of having the govern-
.ment retain patent title to U.S. funded inventions and license those
inventions to all comers is generally credited with the failure of
most of these inventions to penetrate the commercial marketplace.
Government-funded inventions are usually new ideas that need
ionsiderable refinement before they are ready for the commercial
marketplace. Often the commercially viable concept is only tangen-
til to the main purpose for which the research was conducted, and

an agency cannot justify spending the federal funds to test out the
ialbility of commercial applications.

i! Private companies are willing to put their own money into devel-

oping ideas originating in government research, but only if there is
ietrostng possibility of financial reward at the end of the develop-

:ient process. Most feel it is more difficult to make money without
}~ieinentives provided by a protected patent position; they are re-

ctant to invest the millions required to fine-tune inventions with-
iut the guarantee that a competitor would be precluded from also
receivng its own government license and then cloning their fin-
shed product. Therefore, those portions of government research

'and development contract work have attracted companies interest-
d in: making their profits on government fees rather than profits
Sh commercial spin-offs from government-sponsored work, and the

!!ommercial potential of creative ideas emanating from this re-
'arch lies fallow or may be exploited in another country with a

biore closed domestic market.

BACKGROUND

the 96th Congress, two important laws, P.L. 96-517 and P.L.
80, began the reform of federal patent policy and increased the

bility of government laboratories to the private sector. P.L.
517,;signed into law December 12, 1980, permitted small busi-
sand non-profit government contractors in most instances to

etain patent rights in inventions they made with federal research
ollars. Contractors could either further develop the invention
emselves or work with a licensee to transform the invention into
viable commercial product. P.L. 96-517 also included an initial
tempt to set up rules for exclusive licensing of federal inventions.
he original House-passed version of P.L. 96-517 contained a uni-

oi federal patent policy applying to all business, but the Senate
eleted the portions applying to government contractors other than

all business and universities. The expectation was that the delet-
ortions would be reviewed in the 97th Congress as is evidenced
the following colloquy between Congressman Fuqua and Con-

ss~man Kastenmeier, November 21, 1980 at the time of final
use passage of P.L. 96-517.
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Mr. FUQUA. Mr. Speaker, further reserving the right to
object, I might say that I want to commend the gentleman'
from Wisconsin (Mr. Kastenmeier) for his efforts.

I, too, am very disappointed that we have not been able
to get a full patent policy review, but I think this is a step
in the right direction. It is better than what we have
today, and I hope that we have the assurances of the gen-
tleman from Wisconsin (Mr. Kastenmeier) that we can
move forward on this. I can assure him of my commitment
to try to work in the next Congress and try to insure that
we do bring about a more uniform patent policy for this
country.

Mr. KASTENMEIER. Mr. Speaker, if the gentleman will
yield further, he has that assurance, and indeed it is very
important that we achieve a uniform patent policy for
other than small businesses and universities which are
provided for in this bill. That will be a high priority as far
as I am concerned.

P.L. 96-480, the Stevenson-Wydler Act, made improved utiliza:
tion of federally funded technology by state and local governments
and by the private sector a matter of national policy; NASA's tech.
nology utilization program had promoted the wide-spread dissemi.
nation of the results of NASA's activities for over 20 years, but'
many other agencies did not have an aggressive program of tech-
nology transfer. Research and technology applications offices were,
established within most federal laboratories to support the transfer
to the private sector of technology with commercial potential. The'Center for Utilization of Federal Technology was also begun as. aclearinghouse for the transfer of information on federally owned or
originated technologies having potential application to State anm
local governments and to private industry.

These laws and other events have made government research of
ficials more sensitive to and more interested in cooperating with
the private sector. Universities and small businesses have had-i
centive to promote inventions made under federal contract an
more federal inventions have been the basis of commercial prod
ucts. For a patent to be a valuable property right, access to the in4
ventor and his or her expertise are usually required. Therefore,/
is not surprising that this new federal policy, of placing the excl
sive right to develop an invention in the hands of the inventors
employer, has led to better commercial exploitation of quality goV
ernment-funded inventions than before.

The experience from the first two years under P.L. 96-517 Wapositive enough to lead President Reagan by Executive Order 0ohFebruary 18, 1983 to expand the scope of P.L. 96-517. This orde
authorizes all contractors to receive invention rights derived fr
federally funded research to the extent permitted by law. Howevesince over 20 varied patent statutes and provisions are in effect f'
different agencies, a uniform federal patent policy cannot be esti
lished by Executive Order alone. This has led to H.R. 5003 whiL
legislatively establishes a uniform federal patent policy, revises 9w
517 in light of three years of experience, and repeals all statu
which now stand in the way of the uniform policy.
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: BRIEF DESCRIPTION OF THE RTJ.r AR LI.......

The primary purpose of H.R. 5003 is to remove all legislative
roadblocks to implementation of the February 18, 1983 Executive
Order and to establish a more uniform federal patent policy. Under

,~H.1R. 5003, unless a specific exception is invoked by the contracting
agency, the contractor's right to retain patent rights for commer-cial development or licensing of inventions occurring under the
contract will be written into the contract. Even if the government
has reason to invoke an exception, the contracting agency should
review the inventions as they. occur and allow the contractor to de-_velop those with commercial potential if it is in the public interestto do so.

Contractor retention of patent rights is conditioned on good faithefforts to develop and market the invention. If the contractor hasmade no effort to exploit the technology within three years of issu-
.. ance of the patent to him or such longer time as the contracting

agency may allow, the invention can be listed with the agency's li-
tensing service or the National Technology Information Service asvailable for licensing, and march-in provisions allowing the gov-
ernment to force licensing of the patent to third parties can be in-

-::voked by the contracting agency at any appropriate time. Thej mwarch-in provisions also can be used for health and safety or publicuse reasons.
Tlhe intent of the legislation remains to transfer patent rights

finto the private sector for development when transfer is in the best
terest of both the government and private sector. Therefore, lim-i'ted governmental authority to assign patent property rights is pro-

ided. The Department of Commerde lead role in innovation is en-ihanced by the responsibilities to provide assistance to other agen-
'cies in identification of commercial potential in inventions, to assistother agencies in the promotion of those inventions, to publish no-~'~ification of all government-owned inventions that are available for~~lcesln nd .. . n ownd raentions that are available or¢,iensiing and to initiate uniform patent regulations and their revi-

'sions to be promulgated by the director of OMB after public andagency comment.
3iaThe other purpose of H.R. 5003 is to establish a more consistent

d effective federal patent policy. Therefore, the bill H.R. 5003 as
reported closely follows the allocation of administrative and review
respolnsibliies made in P.L 96-517 as amended. It also amends orsikes provisions of over 20 other acts to bring them into conformi-

with the patent policy contained in H.R. 5003 and P.L. 96-517.

? FFECT OF THE AMENDMENT IN THE NATURE OF A SUBSTITUTE
'H.R. 5003 as reported strikes all after the enacting clause and in-
rts new text. The new text preserves the basic structure of the

?]iia, as introduced. The amendment incorporates several substan-ve changes as well as a larger number of technical changes both
wh/ch care explained in the section-by-sect/on analysis portion of~i report.
?e changes to H.R. 5003 as introduced have the following ef-

(1) To give the Secretary of Commerce the power to initiateuniform patent regulations and their revisions and to give the

I



Director of the Office of Management and Budget the author'I

ity to promulgate those regulations after full consideration

ag(2)ency and c laric fy ownersmhip of inventions occurring at Govern '
ment-owned contractor-operated facilities;

(3) To give the contractor other than a grantee or partici-

pant in a cooperative agreement the right to appeal admii

tratively or to go to the U.S. Claims Court if he feels th

agency has erred in its retention of patent rights under the
contract;

(4) To permit the governme nt to direct licensing of end ure
products of major multiyear technology development programs
of DOE and NASA;

(5) To provide for advertisement to the private sector of gov9:
ernment-funded patents on which no development or comme:
cialization work is done within three years;

(6) To provide for assignment of Government-owned patent

and rdr e s o i sno~ r m~
(7) To forbid government retention of patent rights i invr?:

tions of awardees of scholarships, fellowships, and trainn

grants.
SECTION-BY-SECTION ANALYSIS

Rather than repealing P.L. 96-517 or amending it to include
classes of contractors, H.R. 5003 continues the practice (regardg:
invention rights arising from government contracts) of 'treat
small business and non-profit organizations separately from other
government contractors. Title I of the bill details general policy
considerations Title II assigns specific policy coordination fu
tions to the Federal Coordination Council for Science, Engineerin

and Technology and the Secretary of Commerce. Title , in
stantial detail, allocates rights to inventions between the govern
ment and contractors not covered by 96-517. Title IV containsdeWI

nitions and amends over 20 existing laws including P.L. 96-511
bring them into conformity with H.R. 5003 and the President'
ecutive Order.

TITLE I-POLICY

Section 101. Findings. Inventions resulting from Governe
sponsored research and development constitute a valuable nati
resource which should be developed in a manner consistent wift
public interest and the equities of the respective parties Therefoe;
a flexible Government-wide policy to increase the utilization of the
results of Governmentsponsored research and development i
needed.

TITLE II-FUNCTIONS OF VARIOUS AGENCIE~ ~:,b

Section 201. The Federal Coordinating Council for Science,
neering and Technology, which is chaired by the Director o
Office of Science and Technology Policy, is authorized to make:.

ommendations on the various admirrative plicies and
needed to carry out the Act, including corrective aon the
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k1 finds necessary from its review of instances of government re.
tention of rights under the Act. The Council is expected to aug-
ment, not supplant the current government framework for promul-

*-gation of procurement regulations.
A:A Subcommittee of the Council, chaired by the Secretary of Com-

merce and with membership from each government agency with
a major R & D program, is available to formulate recommendations

:for the Council and the Secretary of Commerce and to ensure that
each affected agency has appropriate input into the policy-making
process.: All policy recommendations if then adopted by the Direc-
tor before being issued in final form, and would then pass through
"the appropriate channels now in existence and those created by
this Act. Initial representation on the Subcommittee should in-
cludej but not be limited to, representatives from the Department

.of Energy, the Department of Health and Human Services, the Na-
,tional Aeronautics and Space Administration, the National Science

Foundation, the Department of Agriculture, the Department of
Transportation, the Department of Interior, and the Environmen-
a Protection Agency.

To carry out its responsibilities, the Council is authorized to ac-
ire, review and analyze pertinent data, including documentation

!related to government retention of patents under Sec. 301(a), and
X 9t:ublish an annual report.

Section 202. The Secretary of Commerce is authorized to assist
. other agencies in the promotion of licensing and utilization of Gov-

-emment-owned inventions, to give advice in various patent mat-
ers, and to make available evaluation services to assess the com-

. mercial potential of these inventions. Commerce's role is advisory,
:ot managerial, and it is anticiapted that most activities will be

performed at the request of the client agency. Commerce is also
given authority to publish notifications regarding the availability

:the private sector of government-owned inventions. The Secre-
tary of Commerce is given the authority to initiate the uniform fed-
;eral regulations required to implement the various provisions of
this Act.- Authority to promulgate such regulations is limited to the
Director of the Office of Management and Budget after his office

.h given full consideration of all public and agency comments.
Such proecdure is needed both to ensure prompt issuance of the
eeded regulations and to make sure that efforts to promote inno-

Xative commercial spin-offs from government-sponsored research do
Inot accidentally impede the mission which is the primary purpose

research.

TITLE III-ALLOCATION OF RIGHTS

Section 301(a). Throughout Title III, contractor means a contrac-
br other than a federal agency, a small business, or a non-profit

ization contractor. Parallel provisions for small businesses
non-profit organizations are found in P.L. 96-517 as amended
apter 18 of Title 35 of the U.S. Code). Descriptions of sections

oughout Title III should also be construed as descriptions of
entified provisions added to 96-517 by this Act.
n general, each contractor has the right to elect to retain world-

de title to any invention developed under the subject contract.
: as
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The section further enumerates five exceptions to the general rule
under which the Government may either eliminate the right to
elect to retain title or may limit contractor rights as necessary.

The first exception allows intelligence agencies to protect the se
curity of their activities. This supplements the authority of the
government to use the classification system to control sensitive
technology in intelligence agencies.

The second exception gives the contracting agency discretionary
authority to retain title to patents developed under contract with

foreign governments and companies. This is in keeping with this
legislation's intent to increase U.S. economic competitiveness.

The third exception deals with contracts that are related to all

forms of international agreements. The section is written broadly
to permit the contracting agency the latitude to be sensitive in
international affairs.

The fourth exception gives agencies the ability to deal with exep-

tional circumstances as well as with non-routine business relation-
ships. For example, an agency may choose to hold certain process
related patents in programs such as uranium enrichment or re-

processing, where for public policy reasons such as nuclear prolif-
eration the business is considered too sensitive to be operated with
private sector ownership. As the only legal customer of the technol-

ogy, the agency may decide that there is no justification for allow-

ing the private sector to hold the patents. The Department of Ener-

gy's terminal repository program for high level nuclear waste is an
example of a non-routine business relationship. Since the program
is funded through special fees levied on the utility industry, the

Department may decide that that industry should have a say in

the allocation of rights in that program's subject inventions. Excep-

tional circumstances are not ordinary circumstances. This provi-

sion should be used only for the extraordinary circumstance where

an important national interest is hurt by the patent remaining
with the contractor and where the other four exceptions are inap

Unlike past versions of this legislation, there is no bill language
allowing an agency to retain title to inventions under contracts to

develop methods to comply with government regulations. The omi- i

sion is because of the breadth of the exception. In general, it is felt

that private sector ownership of these patents and private sector:-

development of competing health and safety products are the best
means of satisfying the regulatory demands. Therefore, those in- .
stances in which public health and safety inventions require gov-

ernment control of patents must be justified through this excep-
tional circumstance provision or through section 303 march-in pro
cedures.

The fifth exception allows the Department of Energy to retain,

patent rights to inventions arising under work done at or lh
its major defense production facilities such as the Y-12 Plant

Oak Ridge, Tennessee and laboratories such as Knolls
Power Laboratory, Bettis Atomic Power Laboratory, Sandia Naa
tional Laboratories, Savannah River Laboratory, Los Alamos Na
tional Laboratory, and Lawrence Livermore National Laboratory.,
This list is not meant to be inclusive, but rather representative, of

the size and mission of facilities covered by the exception. Smaller

radiation laboratories on university campuses, biomedical and envi-
ronmental facilities, or inventions funded from sources other than
the-weapons related and naval nuclear propulsion system budgets
of the Department of Energy are not covered by the exception. Fur-
thermore, the Department is expected to use the authority of sec-

tion 302 to decide on a case by case basis after inventions occur at

defense facilities and laboratories which of these inventions can be
transferred to the contractor without damage to the mission of

these facilities.
Section 301(b). As a check on the appropriateness of withholding

of patent rights, the contractor has two appeal routes. He can pro-

ceed either under an administrative appeal procedure or in the
U.S. Claims Court. The Director of the Office of Management and
Budget is also given authority to promulgate policies, procedures,

rand guidelines further explaining when the exceptional circum-

.s..tances provision under Sec. 301(a) may not be used. OMB, through
?its Office of Federal Procurement Policy, already has the authority

under 41 USC 405 to prescribe a single system of government-wide
procurement regulations both for property other than real property

and for services including and development. Therefore, vesting the
authority in the Director of OMB here and in Title II to establish a

:..more uniform treatment of federally-funded patents rather than

Comptroller General or another government official also promotes
the objective of keep related patent and procurement policies con-

sistent with each other. The Comptroller's Annual Report under

P.L. 96-517 and the Director of the Office of Science and Technolo-
gy Policy's annual report under section 201(b)(5) should provide ad-
ditional independent review of governmental patent retention
policy.

Section 301(c). This section sets out several legislatively mandat-
ed elements of the patent clause which is to appear in pertinent
government contracts where the contractor has rights in inven-
tions.

(1) A contractor'must disclose subject inventions to the contract-
ing federal agency within a reasonable time. Regulations defining
reasonable time should be drafted in such a way as to require dis-

closure early enough to permit the government to protect any right
it may have in an invention.

(2) The contractor also is given a reasonable time following dis-

-. losure to make a written election to retain title. If as a result of
:the passage of this legislation, any change is made in current ad-

ministrative requirements in this area, preference would be for rel-
*:atively short election deadlines with automatic extensions of the

!deadline upon written request of the contractor. This would clear

. e way for prompt and effective reporting of inventions that are

wi~ell-defined, while giving more time to contractors who desire to
investigate the commercial potential of the invention prior to elec-
Mion. The contractor must file patent applications within a reasona-

? !le time. If the contractor does not want some or all of the patent

iights, the government, if the contractor consents, may then con-

sider requests by the inventor for his retention of those rights. The
-go~vernment may receive those patent titles the contractor or in-

: entor does not elect to pursue.
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(3 a.and b) The government shall retain a non-exclusive, non-
transferrable, irrevocable, paid-up license to practice the subject in.,
vention throughout the world and or to have it practiced on behalf

of the government in all instances in which a contractor electe
title. This license is to give the government the fruits of the invert-
tions it paid for without having to pay fees to the holder of title or
licenses in those inventions; there is no intent through this license
to authorize the government to compete in commercial markets

with private sector companies when such permission to compete is
not expressly provided elsewhere by statute.

VWhen international treaties, agreements, memoranda of under-,
standing, or other such arrangements are involved, the governine'
may retain rights as necessary to sublicense other governments or

international organizations.
(3c) Under limited circumstances, the Department of Ener0,~'

(DOE) or NASA may retain the right to direct the licensing of 4'r

subject inventions occurring as part of a major mutliyear researcetih;
and development project. The contractor must reserve the right ii
the contract with regard to specific end items or products that 'are:

expected to be made commercial at the end of the research and de:
velopment project. In NASA, for instance, there could be a plaI
development essential to any commercial use of space; under tho
circumstances, it might not be within the public interest to give
the federal contractor developing such a concept monopoly controltor aevelopmg such ion are fedal6"
over it. In DOE, technologies like magnetic f ll
funded and years away from the commercial marketplace. It mayfu'rnded and years away f r m tg,...~o~ a variety of coa-
not be logical to spread out over the years among a variety of coi

tractors what will be the background patents for a commercil o

eration the agency may wish to transfer to the private sector aseraton he ge y ~ .... ^da so may be critical to the
unit. If the agency feels that to do so may be critical to the ulti
mate commercialization of the project, the agency should have thI
discretion within the purposes of the Act to retain the ability t
easily reassemble the technological package at a later date. Howev
er, the fact that the patents are in the private sector will meam
that companies are not precluded from doing such an assemblag

on their own.
(4) At least one report on efforts to obtain commercial utilizati6

of a contractortretained invention is required during the first thri

years after issuance of the patent to the contractor or other privait
sector title holder. The sole purpose of this report is to docume
the required effort necessary for the contractor, inventor, or assig
ee to avoid advertising of the invention under Section 308(c); the!
fore, lengthy reports are not anticipated. The agency, in accordan
with applicable regulations, may require more frequent repo!
both during and after the initial three year period. Additioni.1

formation may be required by the government for purposes incli
ing deciding whether the government should use its march
rights under Section w03(a). No information collected under :

section is to be disseminated to competitors or the public underi
Freedom of Information Act.

(5) The contractor shall assure that any patent application st
include within the specification section, a statement specifying:

government's rights in the invention and that the invention '
made in part or in whole with federal funds.

(6) Government-owned, contractor operated (GOCO) facilities are
treatedas a special case. Typically, an operator sets up a separate
division .of the company to run the facility, and the government
pays all-costs for that division. The work of the laboratory is often
unrelated to the company's commercial divisions. Therefore, com-
tmerical development of government inventions by the contractor is
not as likely as with other government contractors; rather, the
GOCO operator is likely to promote commercialization by licensing
to a third party. This paragraph allocates the revenues from such
licensing-if the contractor elects to retain such revenues: (a) the
first use'is to pay all patenting and licensing costs for the inven-

"'ioA,'(b) the next use, up to an amount equal to 5% of the facility's
annual budget is to be used both for a research account controlled

: bythe facility and also to bring other inventions of the facility to
ti he point. where they are attractive to potential licensees and its
ig.hiates All' other revenues revert to the Treasury. Regulations

hold be carefully drawn to preserve the independence of these
Aiboratories and to keep the commercial divisions of the contractor
:t arrms length. The paragraph also provides that to the extent it
: provides the most effective technology transfer, the licensing of in-

-M:ntions wil.l--be done by the contractor's on-site employees rather
74eihn by individuals in corporate headquarters; this reflects the pri-

mary intent of the legislation, to foster commerical use of govern-
;:nent-financed inventions by keeping the rights to use or commer-

c¢ialize the technology as close to the inventor as possible. Title to
!inventions being licensed should be held in the name of the wholly

Fobwned subsidiary running the facility for the government so that
,n the event-of a change of contractors, the licensing process may

4 transferred intact to the successor corporation as a continuing
operation of the GOCO.
A) The contractor may retain a nonexclusive, paid up license in
:subject invention, when it does not retain title or when the gov-
ernment forces licensing of an invention under Section 303. This li-
ense is to be limited or revoked only to the extent necessary for
e government to grant an exclusive license to a third party who,
iike the contractor, is able to commercialize the invention.
erefore, the government is given the right to limit or revoke the

actors non-exclusive license when that contractor has not re-
ed title if such action is necessary to attract a third party will-
to proceed with commerical development of the invention. The
ernment should be diligent in its attempts to find companies
o ywill commercialize despite retention of this right by the con-
tor and revocation should be used only as a last resort. When
pontractor willfully fails to disclose an invention, he automati-

yoses all rights in that invention including his non-exclusive

Maf the contractor sells or grants license in an invention cov-
by: this Act, such conveyance is not to affect any government
s min the invention.

))Other contract requirements may be added so long as they are
inconsistent with the Act. Additionally, when the government

Uins title or an exclusive license in an invention, the govern-
it's-interest in protecting the invention and in operating its re-
trch and production facilities may be paramount to that of the
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pate1nt hodId or holder oi exclusive license, The section's only pur-
pose is to provide a means short of "march-in" for the government
t attract potential commercial developers to an invention not'being pursued by the contractor or his licensee, but march-in is

:availabie under subsection (a) if for defensive patent purposes, a
patent holder or exclusive licensee refuses to consider requests to
license under reasonable terms. Contractors, who decided not to

: pursue development after taking title, may also return title to thegovernment if they have no plan to commercialize the invention.
Sectio n 304. In general, the legislation makes:it more difficult for:n agency 'to require a contractor to license background patents.Background patents are defined as non-subject inventions wherete contractor holds the right to license and where infringement

not bereasonably avoided in the practice of a subject invention.
After enactment, an assistant secretary level official with specific
Programmatic responsibility must sign off on any contract provi-

n requirinhg .licensing of a background patent, thereb guarantee.
ing that such provisions are given high level attention in the`agency and not treated as routine. Furthermore, an appropriate as-

iisant secretary level official must sign off on the actual licensing
which must be preceded by a hearing on the record where the con-
tractor holding the background patent has the right to participate.
These safeguards make requiring a license a difficult procedure,
:btleave that Possibility of licensing in exceptional circumstancessuch as when a government-funded patent is being used for defen-
sive purposes to hold down the level of competition for an existing
product line. In such an instance, it may be appropriate for the
government to require licensing of the government-funded inven-tion through its march-in rights under Section 303 and also to re-
quire licensing of any background patents on which that researchwas built.

;h-: i .. TITLE IV--MISCELLANEOUS

cion 401. The terms "federal agency", "small business firm"
o ofi d organizat" "invention" "subject invention", andractical application" are defined identically or in a substantiallyimilar manner in .L. 96-517 and this section. "Contractor" is de-red as any person other than a federal agency or a contractorred by P.L. 96-517. The definition of "contract" under P.L. 96-51:i, substantially the same as the definition of "funding agree-

it in P.L. 96-517 and both are modified to make clear that con-for third party sponsored research at GOCOs between opera-
"sof GOCO facilities and private sector persons where the pri-a setor is paying for the research such as collaborative arrange-

ts or work for others agreemens, are not covered by this Act.
ubcontracts related to GOCO contracts are covered by the Acts.
)ther terms defined are "Government "Secretary", "Director",
antitrust law", "background patent" "United States", "inventor",

"government-owned, contractor-operated facility" (GOCO).
Background patent" is defined as not being a subject invention, asWed or controlled by the contractor, and which the contractorUt not the Government has the right to license to others. "GOCO"

contractor and may require special contract requirements for
prompt reporting, election, and filing of patent applications to
ensure that the government's intellectual property rights are ob-
tained, for maintaining the free flow of information among govern-
ment laboratories, and for establishing the right to enforce the pat-
ents in the government's field of use.

Section 302. The broad waiver authority of section 302(a)(1) is in-
cluded to cover situations in which an agency through minor finan-
cial participation, partial compensation of inventors, seek money,
or work related to but not central to a project has inadvertently
acquired rights in an invention arising or potentially arising under
a contract such as the government's non-exclusive license. These
rights may not be of use to the government, but may cloud the in-
ventor's patent title. In these instances it could be in everyone's,
best interest for the government to have the ability to waive any
and all rights in the invention. This is broad authority and not to
be used capriciously. Therefore, the regulations governing this sec-
tion should provide examples of the type of instance in which the
authority may be used and should limit use of the authority to:
assure that abuse of the provision is unlikely.

Section 302(a)(2) also provides a mechanism by which the govern-
ment can transfer title to the contractor after the subject invention
has been identified. If one of the exceptions contained in Section
301(a) is invoked in the contract and a government agency retains
title or other rights, that agency may decide upon learning the de-
tails and potential uses of an invention, that the contractor can
make commerical use of an invention without harm to the govern-
ment interest which caused the exception to be invoked. In this in-
stance, the government should waive some or all of the retained
rights and with respect to the waived rights, permit the contractor
to proceed as if those rights had been given to him contractually
under Section 301(a). Waiver of government rights in favor or pri-.
vate sector joint venturers is also permitted under the section.

Section 303 (a) and (b). March-in rights are one of two methodsthe government has to make sure the contractor either takes rea
sonable steps towards commercialization of a retained patent ori
censes the patent to meet health and safety needs or federal reig'
latory requirements. Under this provisions, the contractor or other
private sector title holder retains title, but the government, subje
to regulations and judicial review, can require exclusive, partiiyexclusive, or non-exclusive licenses to be issued if it involves oneio
the enumerated march-in provisions.

Section 303(c) provides advertising as the second method to h!
unused subject inventions become available to companies who w
develop them. The contractor or other private sector title holdert
his mandatory report under Section 301(c)(4) is expected to sho]good faith effort towards commercialization of the invention i
achieving minimum standards set forth in agency regulations
quiring further development or commercialization of the inventf
If he does not do so in the first three years after issuance'of title to
him and the agency determines the invention to have commercvalue, the agency shall advertise the invention through its in-hou
licensing program or through the licensing program of the Natio
al Technical Information Service as available for licensing by the

23
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is defined broadly to include all federally funded research and de-

velopment centers.
Section 402. Twenty-three other Acts are amended to repealr l

amend patent provisions which are not in conformity with .R.

5003. The intent of the section is to bring uniformity to federal

patent policy. The majority of the provisions are standard provi-I

sions which appeared in many laws giving the government title to

patents and encouraging non-exclusive licensing; these provisions

are in conflict both with H.R. 5003 and with the President's Execl.-:~

tive Order.
A few agencies have more comprehensive statutes dealing withi

all intellectual property rights and technology transfer. It is the.
intent of this legislation to change these laws only to the exte

necessary to bring them into conformitY with this Act. Fore
stance, NASA's exemplary program in technology transfer shoul

continue with only minor changes after the Act becomes 1

Prompt and effective reporting of all innovations by contracu
not covered by P.L. 96-517 should continue under the Nationi

Aeronautics and Space Act of 1958 as amended whether or not tl%

innovations are patentable. Regulations currently in effect for uni-

versities under P.L. 96-517 should govern relations between NASA

and universities to the extent they are applicable.

The Act also amends P.L. 96-517. Definitions of "invention" ad
"subject invention " are brought into conformity with H.R. 500.

The disposition of rights section of P.L. 96-517 is expandedin sev

eral places by adding language identical to that contained in Title

III of this Act and to exclude work-for-others arrangements and
similar contracts between GOCO operators and private sector entii

ties. Certain provisions limiting assignment of rights and governiI
the issuing and promulgation of government regulations ar

changed to bring them into conformity with H eR. 5003.

Section 212 is added to P.L, 96-517 to permit the governmen :

assign title and other rights in inventions. Subject to uniform rei

lations to be promulgated under the Act, an agency may auctoet

off rights, enter into exclusive negotiations with potential pu

ers or use any other commercially acceptable method of ransi

ring these rights. When patents with only marginal commlerCi

value are involved, the agency should consider giving title tomnd

viduals who will promise to put forth the effort and money tod

velop the invention into a commercial product or process. This se

tion should be viewed as an alternative to the licensing provisio!
of P.L. 96-517; furthermore, it is supplementary to the princip

policy of government transfer of patent title to the contracV

under Section 301 of H.R. 5003 and is not to be used as a meain

acquiring royalties, fees, or other remuneration from contractors
inventors to which an agency would not otherwise be entitledo0

avoid the provisions of Title Ill of H.R. 5003. The objectives of4

provision are to avoid unnecessary governmental accumulation
patents that could be utilized by private companies and to proa
an additional means of disposing of selected patents from the g

ernment's present inventory as well as unneeded patents accu_

lated under the various provisions of this Act and P.L. 96-517 -

Section 213 is added to keep the government from retaining t

to inventions made by awardees of government scholarships, tri
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eeships or other financial aid. It is rare for major inventions to be
;made exclusively by such individuals and government retention of

:such rights have made established inventors unwilling to train

siuch individuals for fear of government retention of rights if the

tudent is listed on a patent application as co-inventor with his pro-

flessor or employer.
;o Section 403. This Act is not intended to affect antitrust law.

'Section 404. The Act's effective date is six months after enact-

ment. Agencies, after the effective date, are authorized to allow

cdhtractors to retain title to' subject inventions made under con-

tracts that predate the effective date under the same terms and

inrditions as would apply had the contract been entered into after
'tbieffective date. This will permit uniform policies to take effect

Prtib to the expiration date of multi-year contracts now in effect,

Ipovided that such policy changes do not take any rights in a sub-

ecinvention from a contractor or inventor.

IMPACT ON INFLATION

In accordance with Rule XI, Clause 2(l)(4) of the. Rules of the

:House of Representatives the following statement is made concern-
:ing the inflationary impact of H.R. 5003.
:H.R. 5003 is assessed to have an adverse inflationary effect on

rices and costs in the operation of the national economy.

COMMITTEE OVERSIGHT FINDINGS AND RECOMMENDATIONS

Pursuant to Rule XI, Clause 2(1)(3) of the Rules of the House of

epresentatives, and under the authority of Rule X, Clause 2(b)(1)

Clause 3(f), results and findings of the Committee oversight ac-

ities regarding Federal patent policy are incorporated in the rec-

lendations found in the present bill and report.

MMARY OF GOVERNMENT OPERATIONS COMMITTEE FINDING AND

RECOMMENDATIONS

' findings and recommendations on oversight activity pursuant
Rule X, Clause 2(b)(2) and Rule XI, Clause 2(1)(3) of the Rules of

e House of Representatives have been submitted by the Commit-
~on Government Operations for inclusion in this report.

BUDGET ANALYSIS AND PROJECTION

.R 5003 provides no new budget authority or tax expenditures.
equently, the provisions of section 308(a) of the Congressional
get Act are not applicable.

U.S. CONGRESS,
CONGRESSIONAL BUDGET OFFICE,

Washington, DC, August 10, 1984.
n DON FUQUA,
irman, Committee on Science and Technology,

ouse of Representatives, Washington, DC.

MR. CHAIRMAN: The Congressional Budget Office has re-
wed H.R. 5003, the Uniform Science and Technology Research

Development Utilization Act, as ordered reported by the House
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Committee on Science and TechnologY, August 8, 1984. Enactment

of this bill is not expected to result in any significant cost or sav-
ings to federal, state or local governments.

H.R. 5003 would establish a uniform federal policy. The bill

would expand the scope of Public Law 96-517, which generallY per-

mits small businesses and nonprofit government contractors to

retain patent rights in inventions developed with federal research

funding, and the Presidential memorandum of FebruarY 18, 1983,
which authorizes all contractors to receive invention rights derived

to bh authorizes alt contrmitoe ....
from federally-funded research, as permitted by existingal aw. enH

5003 would. standardize the approxitely 20 varied federal patentcies.

statutes and provisions currentl in effect for different agencies

Based on information from the Department o f Commerce and

from the Office of Federal Procurement Policy, which would have

authority to issue and promulgate uniform patent regulations, it is

expected that federal agencies would incur no substantial ongoing
costs or savings relative to current law as a result of the changes

in patent procedures mandated in HFR. 5003. One-time costs of ap-

proximately $100,000 would be incurred in 1985 to develop new

rules and regulations as specified in the bill.
To the extent that H.R. 5003 would simplify certain administra-

tive or contract procedures, or would encourage more competition
from firms that Pwould be attracted by the commercial potential of

inventions the federal government could realize savings from en-

actment of this bill. Because the bill would require each agency to

monitor and review the status of the commercial development of

inventions, agencies may incur some additional administrative

costs. The net change in agency work load and costs is not expected

to be significant.
H.R. 5003 would require, under certain circumstances, that con-

tractors share royalties with the federal govenment. Based on the

experience of Public Law 96-517, the amount of receipts from roy-
alties is not expected to be significant. Additional revenues, if any,
would be deposited in the general fund of the Treasury.

If you wish further details on this estimate, we will be pleased t

provide them.
Svinterhely, RUDOLPH G. PENNER, Director.:

ADMINISTRATION POSITION

At hearings held by the Committee on the bill, H.R. 5003, wit

nesses representing the Department of Commerce supported thl

bill as introduced. Their testimony appears in the hearings record

COMMITTEE RECOMMENDATION

A quorum being present, the Committee ordered the bill favoy

ably reported by a voice vote of those present on August 8, I9

CHANGES iN EXISTING LAW MADE BY THE BILL, AS REPORTED '

In compliance with clause 3 of rule XIII of the Rules of t'

House of Representatives, changes in existing law made by the b

as reported, are shown as follows (existing law proposed to be on

ted is enclosed in black brackets, new matter is printed in italic,
existing law in which no change is proposed is shown in roman):

SECTION 205 OF THE ACT OF AUGUST 14, 1946

AN ACT To provide for further research into basic laws and principles relating to
agriculture and to improve and facilitate the marketing and distribution of agri-
cultural products

SEC. 205. (a) In carrying out the provisions of title II of this Act,
the Secretary of Agriculture may cooperate with other branches of
the Government, State agencies, private research organizations,
purchasing and consuming organizations, boards of trade, chain-
bers of.commerce, other associations of business or trade organiza-
tions, transportation and storage agencies and organizations, or
.0her persons or corporations engaged in the production, transpor-
tation, storing, processing, marketing, and distribution of agricul-
tural products whether operating in one or more jurisdictions. Con-
tracts hereunder may be made for work to be performed within a
period not more than four years from the date of any such con-

tract, and advance, progress, or other payments may be made. The
provisions of section 3648 (31 U.S.C., sec. 529) and section 3709 (41
U.S.C., sec. 5) of the Revised Statutes shall not be applicable to con-
tracts or agreements made under the authority of this section. Any
unexpended balances of appropriations obligated by contracts as
authorized by this section may, notwithstanding the provisions of
section 5 of the Act of June 20, 1874, as amended (31 U.S.C., sec.

: 713), remain upon the books of the Treasury for not more-than five.
fiscal years before being carried to the surplus'fn rd and -coveredL-into the Treasury. [Any contract made pursuant to this section
Shall contain requirements making the result of such research and
.ivestigations available to the public by such means as the Secre-
:tay of Agriculture shall determine.]

CTION 501 OF THE FEDERAL COAL MINE HEALTH AND SAFETY ACT

OF 1969

RESEARCH

tic. 501. (a) * * *

(c) In carrying out the provisions for research, demonstrations,
periments, studies, training, and education under this section
d-sections 301(b) and 502(a) of this Act, the Secretary of the Inte-
l and the Secretary of Health and Human Services may enter
t0o contracts with, and make grants to, public and private agen-
i and organizations and individuals. [No research, demonstra-
0ns, or experiments shall be carried out, contracted for, spon-
red, cosponsored, or authorized under authority of this Act,
iess all information, uses, products, processes, patents, and other

evelopments resulting from such research, demonstrations, or ex-
inments will (with such exception and limitation, if any, as the

vretary of the Interior or the Secretary of Health and Human

+ *

* *
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Services may find to be necessary in the public interest) be avail-
able to the general public.

SECTION 106 OF THE NATIONAL TRAFFIC AND MOTOR VEHICLE SAFETY
ACT OF 1966

SEC. 106. (a) The Secretary shall conduct research, testing, devel-
opment, and training necessary to carry out the purposes of this
title, including, but not limited to-

(1) collecting data from any source for the purpose of deter-mining the relationship between motor vehicle or motor vehi-
cle equipment performance characteristics and (A) accidents
involving motor vehicles, and (B) the occurrence of death, or
personal injury resulting from such accidents;

(2) procuring (by negotiation or otherwise) experimental and
other motor vehicle or motor vehicle equipment for research
and testing purposes;

(3) selling or otherwise disposing of test motor vehicles and
motor vehicle equipment and reimbursing the proceeds of such
sale or disposal into the current appropriation available for the
purpose of carrying out this title.

(b) The Secretary is authorized to conduct research, testing, de-velopment, and training as authorized to be carried out by subsec-:
tion (a) of this section by making grants for the conduct of such re-search, testing, development, and training to States, interstate.'
agencies, and nonprofit institutions.

E(c) Whenever the Federal contribution for any research or de-velopment activity authorized by this Act encouraging motor vehi-.cle safety is more than minimal, the Secretary shall include in anycontract, grant, or other arrangement for such research or develop-ment activity, provisions effective to insure that all information,;::
uses, processes, patents, and other developments resulting fromithat activity will be made freely and fully available to the general ',public. Nothing herein shall be construed to deprive the owner of;any background patent of any right which he may have thereun-;!
der.]

SECTION 12 OF THE NATIONAL SCIENCE FOUNDATION ACT OF 1950

PATENT RIGHTS

SEC. 12. l(a) Each contract or other arrangement executed pur-suant to this Act which relates to scientific research shall containprovisions governing the disposition of inventions produced there-under in a manner calculated to protect the public interest and theequities of the individual or organization with which the contract
or other arrangement is executed: Provided, however, That nothingin this Act shall be construed to authorize the Foundation to enterinto any contractual or other arrangement inconsistent with any
provision of law affecting the issuance or use of patents.]

(b) No officer or employee of the Foundation shall acquire,retain, or transfer any rights, under the patent laws of the United
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States or otherwise, in any invention which he may make oriroduce in connection with Performing his assigned activities and
which is directly related to the subject matter thereof: Provided,
however, That this subsection shall not be construed to prevent any
officer or employee of the Foundation from executing any applica-
tion for patent on any such invention for the purpose of assigning
the same to the Government or its nominee in accordance withsuch rules and regulations as the Director may establish.

SECTION 152 OF THE ATOMIC ENERGY ACT OF 1954
[SEc. 152. INVENTIONS MADE. OR CONCEIVED DURING COMMISSIONCONTRACTS.--Any invention or discovery, useful in the production

of utilization of special nuclear material or atomic energy, made or
conceived in the course of or under any contract, subcontract, orarrangement entered into with or for the benefit of the Commis-
sion, regardless of whether the contract, subcontract, or arrange-:ment involved the expenditure of funds by the Commission, shall
be vested in, and be the property of, the Commission, except thatthe Commission may waive its claim to any such invention or dis-covery under such circumstances as the Commission may deem ap-
propriate, consistent with the policy of this section. No patent forany invention or discovery, useful in the production or utilization
of special nuclear material or atomic energy, shall be issued unlessthe appliant files with the application, or within thirty days afterrequest therefor by the Commissioner of Patents (unless the Cornm-mission advises the Commissioner ·of Patents that its rights have
been determined and that accordingly no statement is necessary) a
statement under oath setting forth the full facts surrounding themaking or conception of the invention or discovery described in the
application and whether the invention or discovery was made orconceived in the course of or under any contract, subcontract, or
arrangement entered into with or for the benefit of the Commis-sion, regardless of whether the contract, subcontract, or arrange-
:ment involved the expenditure of funds by the Commission. TheCommissioner of Patents shall as soon as the application is other-wise in condition for allowance forward copies of the applicationand the statement to the Commission.

rThe Commissioner of Patents may proceed with the applicationand issue the patent to the applicant (if the invention or discovery
is otherwise patentable) unless the Commission, within 90 days
after receipt of copies of the application and statement, directs theCommissioner of Patents to issue the patent to the Commission (ifthe invention or discovery is otherwise patentable) to be held bythe Commission as the agent of and on behalf of the United States.

EIf the Commission files such a direction with the Commissionerof Patents, and if the applicant's statement claims, and the appli-cant still believes, that the invention or discovery was not made orconceived in the course of or under any contract, subcontract or ar-rangement entered into with or for the benefit of the Commissionentitling the Commission to the title to the application or thepatent the applicant may, within 30 days after notification of thefiling of such a direction, request a hearing before a Board of
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Patent Interferences. The Board shall have the power to hear anddetermine whether the Commission was entitled to the direction-
filed with the Commissioner of Patents. The Board shall follow therules and procedures established for interference cases and anappeal may be taken by either the applicant or the Commission
from the final order of the Board to the United States Corut of Ap-peals for the Federal Circuit in accordance with the proceduresgoverning the appeals from the Board of Patent Interferences.

[If the statement filed by the applicant should thereafter befound to contain false material statements any notification by theCommission that it has no objections to the issuance of a patent tothe applicant shall not be deemed in any respect to constitute awaiver of the provisions of this section or of any applicable civil orcriminal statute, and the Commission may have the title to thepatent transferred to the Commission on the records of the Com-missioner of Patents in accordance with the provisions of this sec-tion. A determination of rights by the Commission pursuant to acontractual provision or other arrangement prior to the request ofthe Commissioner of Patents for the statement, shall be final inthe absence of false material statements or nondisclosure of materi-:
al facts by the applicant.]

NATIONAL AERONAUTICS AND SPACE ACT OF 1958 ::'

TITLE II-COORDINATION OF AERONAUTICAL AND SPACEi
ACTIVITIES

FUNCTIONS OF THE ADMINISTRATION

SEC. 203. (a) * * *

(c) In the performance of its functions the Administration is ae
thorized-

(1)* * *
* * * * · * *

(14) to provide effective contractual provisions for the prom
and effective reporting of the results of the activities of the Aministration, including full and complete technical reporting
any invention, discovery, improvement, or innovation whimay be made in the performance of any work under any co
tract of the Administration, whether or not patentable u:
title 35, United States Code.

(d) For the purposes of chapter 17 of title 35, United States Cthe Administration shall be considered a defense agency of !
United States.

TITLE III1-MISCELLANEOUS
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[PROPERTY RIGHTS IN INVENTIONS
ISEC. 305. (a) Whenever any invent i md in te perform..antee of any workM 'i- made in th Pefr.the Adni stwork under any contract of the Administration, andthe Administrator determines that-

[(1) the person who made the invention was employed or as-
signed to perform research, development, or exploration workand the invention is related to the work he was employed orassigned to perform, or that it was within the scope of his em-.'tploymient duties, whether or not it was made during workinghours, or with a contribution by the Government of the use of:: Government facilities, equipment, materials, allocated funds,information proprietary to the Government, or services of Gov-ernment employees during working hours; or

[(2) the person who made the invention was not employed or:assigned to perform research, development, or exploration
work, but the invention is nevertheless related to the contract,
O to thUe work or duties he was employed or assigned to per-form, and was made during working hours, or with a contribu.tion from the Government of the sort referred to in clause (1),such invention shall be the exclusive Property of the United States,and if such invention is patentable a patent thc-:efor shall beIsaued to the United States upon application made by the Adminis-~::~ator , rp ~~ictlon made by the Adminis-rator, unless the Administrator waives all or any part of the'rights of the United States to such invention in conformity withthe provisions of subsection (f) of this section.

- [(b) Each contract entered into by the Administrator with anyparty for the performance of any work shall contain effective provi-:sions under which such party shall furnish Promptly to the Admin.tlatrator a written report containing full and complete technical in-:frmation concerning any invention, discovery. improvement, or in-*lovation which may be made in the performance of any such work.((c) No patent may be issued to any applicant other than the Ad.-:inistrator for any invention which appears to the Commissioner:of Patents and Trademarks to have significant utility in the con-Uct of aeronautical and space activities unless the applicant files~:With the Commissioner, witthapis ·th the Commissioner, wirth the application or within thirty daystfter request therefor by the Commissioner, a written statement'e.cuted under oath setting forth the full facts concerning the cir-Ouinstances under which such invention was made and stating the:lationship (if any) of such invention to the performance of anyI ,eno to the performance of°anyork under any contract of the Administration. Copies of each
~h statement and the application to which it relates shall besmitted forthwith by the Commissioner to the Administrator.

transmitted to the administrator, the ommissioer may, ifi~'nve ny plctioni. owihaysuc patemntabe i.e Cormmissioner may, ifinvention is patentable, issue a patent to the applicant unlesshAdministrator, within ninety days after receipt of such applica.and statement, requests that such patent be issued to him onaf of the United States. If, within such time, the Administratores such a request with the Commissioner, the Commissioner shall
nsnit notice thereof to the applicant, and shall issue suchntent to the Administrator unless the applicant within thirty dayser receipt of such notice requests a hearing before a Board of

~~~~~~~~~~~ri eoeaBado
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Patent Interference on the question whether the Administrator is
entitled under this section to receive such patent. The Board may
hear and determine, in accordance with rules and procedures es,
tablished for interference cases, the question so presented, and its
determination shall be subject to appeal by the applicant or by the
Administrator to the United States Court of Appeals for the Feder-
al Circuit in accordance with procedures governing appeals from
decisions of the Board of Patent Interferences in other proceedings,.

l(e) Whenever any patent has been issued to any applicant in
conformity with subsection (d), and the Administrator thereafter
has reason to believe that the statement filed by the applicant in
connection therewith contained any false representation of any ma-
terial fact, the Administrator within five years after the date of is;
suance of such patent may file with the Commissioner a request for
the transfer to the Administrator of title to such patent on the
records of the Commissioner. Notice of any such request shall be
transmitted by the Commissioner to the owner of record of. such-
patent, and title to such patent shall be so transferred to the Ad;
ministrator unless within thirty days after receipt of such notice
such owner of record requests a hearing before a Board of Patent
Interferences on the question whether any such false representa-
tion was contained in such statement. Such question shall be heard
and determined, and determination thereof shall be subject to
review, in the manner prescribed by subsection (d) for questions
arising thereunder. No request made by the Administrator. under
this subsection for the transfer of title to any patent, and no pros
ecution for the violation of any criminal statute, shall be barred by
any failure of the Administrator to make a request under'-subsec-
tion (d) for the issuance of such patent to him, or by any notice:
previously given by the Administrator stating that he had no
objection to the issuance of such patent to the applicant therefore

t(f) Under such regulations in conformity with this subsection as
the Administrator shall prescribe, he may waive all or any part of
the rights of the United States under this section with respect to
any invention or class of inventions made or which may be made:
by any person or class of persons in the performance of any work
required by any contract of the Administration if the Administra
tor determines that the interests of the United States will bet
served thereby. Any such waiver may be made upon such terms
and under such conditions as the Administrator shall determine to
be required for the protection of the interests of the United Statei
Each such waiver made with respect to any invention shall be siu .
ject to the reservation by the Administrator of an irrevocable noi
exclusive, nontransferrable, royalty-free license for the practice osuch invention throughout the world by or on behalf of the Umt
States or any foreign government pursuant to any treaty or agre
ment with the. United States. Each proposal for any waiver undetthis subsection shall be referred to an Inventions and Contributions
Board which shall be established by the Administrator within th 'Administration. Such Board shall accord to each interested partl
an opportunity for hearing, and shall transmit to the Administrfa
tor its findings of fact with respect to such proposal and its recom
mendations for action to be taken with respect thereto.

l(h) The Administrator is authorized to take all suitable andnecessary steps to protect any invention or discovery to which he
has title, and to require that contractors or persons who retain title
to inventions or discoveries under this section protect the inven-
tions or-'discoveries to which the Administration has or may ac-
quire a license of use.

0(i) The Administration shall be considered a defense agency of
,the United States for the purpose of chapter 17 of title 35 of the
United States Code.

[0j) As used in this section-
[(1) the term "person" means any individual, partnership,

?1 corporation, association, institution, or other entity;
, (2) the term "contract" means any actual or proposed con-
tractagreement, understanding, or other arrangement, and in-
cludes any assignment, substitution of parties, or subcontract
executed or entered into thereunder; and

CO [(3) the term "made", when used in relation to any inven-
tion, means the conception or first actual reduction to practiceof such invention.

:(k) Any object intended for launch, launched, or assembled in
outer space shall be considered a vehicle for the purpose of section
272 of title 35, United States Code.

[(I) The use or manufacture of any patented invention incorpo-
rated in a space vehicle launched by the United States Government
for a person other than the United States shall not be considered
t be a use or manufacture by or for the United States within the
meaning of section 1498(a) of title 28, United States Code, unless

he Administration gives an express authorization or consent for
such use or manufacture.]

CONTRIBUTIONS AWARDS
SEc. 306. (a) Subject to the provisions of this section, the Admin-

:itrator is authorized, upon his own initiative or upon application
ofany person, to make a monetary award, in such amount andupon such terms 'as he shall determine to be warranted, to any
person [(as defined by section 305)] for any scientific or technical
Contribution to the Administration which is determined by the Ad-
ministrator to have significant value in the conduct of aeronautical
'nd space activities. Each application made for any such award
5hall be referred to [the Inventions and Contributions Board estab-
lhed under section 305 of this Act.] an Invention and Contribu-ions Board which shall be establisfLej by the Administrator within
[eAdministration. Such Board shall accord to each such applicant
&inopportunity for hearing upon such application, and shall trans-

tto the Administrator its recommendation as to the terms of the
iward, if any, to be made to such applicant for such contribution

determining the terms and conditions of any award the Admin-
strator shall take into account--

(1) the value of the contribution to the United States;
(2) the aggregate amount of any sums which have been ex-

pnded by the applicant for the development of such contribu-
tion;

# * * * *
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(3) the amount of any compensation (other than salary re-
ceived for services rendered as an officer or employee of the -

Government) previously received by the applicant for or on ac'
count of the use of such contribution by the United States; and'

(4) such other factors as the Administrator shall determine'
to be material.

USE OF PATENTED INVENTIONS
SEC. 311. (a) Any object intended for launch, launched, or assem-

bled in outer space shall be considered a vehicle for purpose of sec-
tion 272 of title 35, United States Code (35 U.S.C. 272).

(b) The use or manufacture of any patented invention incorporat-
ed in a space vehicle launched by the United States Government fora person other than the United States shall not be considered to be
a use or manufacture by or for the United States within the mean.ing of section 1498(a) of title 28, United States Code (28 U.S.C.1498(a)), unless the Administration gives an express authorization
or consent for such use or manufacture.

I
SECTION 6 OF THE ACT OF JULY 7, 1960

AN ACT To encourage and stimulate the production and conservation of coal in theUnited States through research and development by authorizing the Secretary of
the Interior to contract for coal research, and for other purposes

SEC. 6. [No research shall be carried out, contracted for, spon-
sored, cosponsored, or authorized under authority of this Act,
unless all information, uses, products, processes, patents, and otherdevelopments resulting from such research will (with such excep-tions and limitations, if any, as the Secretary may find to be neces-sary in the interest of national defense) be available to the general-public.] Whenever in the estimation of the Secretary the purposes
of this Act would be furthered through the use of patented process-es or equipment, the Secretary is authorized to enter into such`!
agreements as he deems necessary for the acquisition or use ofsuch patents on reasonable terms and conditions.

SECTION 4 OF THE HELIUM ACT
SEC. 4. The Secretary is authorized to maintain and operate

helium production and purification plants together with facilitie
and accessories thereto; to acquire, store, transport, sell, and con-serve helium, helium-bearing natural gas, and helium-gas mixgtures, to conduct exploration for and production of helium on anfrom the lands acquired, leased, or reserved; and to conduct or conitract with public or private parties for experimentation and research to discover helium supplies and to improve processes an&:methods of helium production, purification, transportation, lique- :faction, storage, and utilization[: Provided, however, That all re-search contracted for, sponsored, cosponsored, or authorized underauthority of this Act shall be provided for in such a manner that'i
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linformation, uses, products, processes, patents and other devel-

;:?opments resulting from such research developed by Government
e xpenditure will (with uogh oxooptions and limitations, if any, as
heSecretary may find to be necessary in the interest of nationalefense) be available to the general public: And provided further,1at no~thing contained herein shall be construed as to deprive the

.; owner of any background patent relating thereto to such rights as
he may have thereunder.].

: SECTION 32 OF THE ARMS CONTROL AND DISARMAMENT ACT•f t
[SEC. 32. All research within the United States contracted for,. sponsored, cosponsored, or authorized under authority of this Act

alnd to be necessary in the public interest) be available to the gen-erl public. This subsection shall not be so construed as to deprive
thIe owner of any background patent relating thereto of such rights

' he may have thereunder.]

SECTIO N 302 OF THE APPALACHIAN REGIONAL DEVELOPMENT ACT OF
1965

': GRiANTS FOR ADMINISTRATIVE EXPENSES OF LOCAL DEVELOPMENTDISTRICTS AND FOR RESEARCH AND DEMONSTRATION PROJECTS
SEc. 302. (a)* * *

[(e) No part of any appropriated funds may be expended pursu-
" ant to authorization given by this Act involving any scientific or

t-echnological research or development activity unless such expendi-
ture is conditioned upon provisions effective to insure that all in-
efrmation, copyrights, uses, processes, patents, and other develop-

'ments resulting from that activity will be made freely available to
th general public. Nothing contained in this subsection shall de-.rive the owner of any background patent relating to any such ac-
iv withoute his consent, of any right which that owner may

unerthat patent. Whenever any information, copyright, use,or development resulting from any such research orpent activity conducted in whole or in part with appropri-
":ated funds expended under authorization of this Act is withheld or~:~~~ poen of this Act is withheld or

sed of by any person, organization, or agency in contravention
the provisions of this subsection, the Attorney General shall in-titute, upon his own motion or upon request made by any person

having knowledge of pertinent facts, an action for the enforcement
the provisions of this subsection in the district court of theUnited States for any judicial district in which any defendant re-
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sides, is found, or has a place of business. Such court shall have
jurisdiction to hear and determine such action, and to enter there-
in such orders and decrees as it shall determine to be required to
carry into effect fully :the provisions of this subsection. Process of
the district court for any judicial district in any action instituted
under this subsection may be served in any other judicial district of
the United States by the United States marshal thereof. Whenever
it appears to the court in which any such action is pending that
other parties should be brought before the court in such action, the
court may cause such other parties to be summoned from any judi-
cial district of the United States. :

SECTION 9 OF THE FEDERAL NONNUCLEAR ENERGY RESEARCH AND
DEVELOPMENT ACT OF 1974

[PATENT POLICY ;

[SEC. 9. (a) Whenever any invention is made or conceived in th
course of or under any contract of the Administration, other than
nuclear energy research, development, and demonstration pursu
ant to the Atomic Energy Act of 1954 (42 U.S.C. 2011 et seq.) and
the Administrator determines that--

[(1) the person who made the invention was employed ora-
signed to perform research, development, or demonstration
work and the invention is related to the work he was employed
or assigned to perform, or that it was within the scope of hs
employment duties, whether or not it was made during work
ing hours, or with a contribution by the Government of the use
of Government facilities, equipment, materials, allocated fuinf,
information proprietary to the Government, or services of Gov
ernment employees during working hours; or

[(2) the person who made the invention was not employed oi
assigned to perform research, development, or demonstration
work, but the invention is nevertheless related to the contrac
or to the work or duties he was employed or assigned to per
form, and was made during working hours, or with a contribu
tion from the Government of the sort referred to in clause (;1

title to such invention shall vest in the United States,/and if pMi
ents on such invention are' issued they shall be issued to th
United States, unless in particular circumstances the Administfi
tor waives all or any part of the rights of the United States to sui
invention in conformity with the provisions of this section.

[(b) Each contract entered into by the Administration with a'
person shall contain effective provisions under which such pers
shall furnish' promptly to the Administration a'written' report coi
taining full and complete technical information concerning any
vention, discovery, improvement, or innovation which may be mai
in the course of or under such contract.

[(c) Under such regulations in conformity with the provisions:i
this section as the Administrator shall prescribe, the Administrat
may waive all or any part of the rights of the United-States und!
this section with respect to any invention or class of invention
made or which may be made by any person or class of persons
the course of or under any contract of the Administration if he-d
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termines that the interests of the United States and the general
public will best be served by such waiver. The Administration shall
;maintain a publicly available, periodically updated record of
waiver determinations. In making such determinations,the Admin-
istrator shall have the following objectives:

[(1). Making the benefits of the energy research, develop-
;ment, and demonstration program widely available to the
public in the shortest practicable time.
; [(2) Promoting the commercial utilization of such inven-
tions.

[(3) Encouraging participation by private persons in the Ad-
;:.:nistration's energy, research, development and demonstra-

tion program.
[:M f 1(4)- Fostering competition and preventing undue market

concentration or the creation or maintenance of other situa-
;.i tions inconsistent with the antitrust laws.
[ J-In determining whether a waiver to the contractor at the

time of contracting will best serve the interests of the United
,States and the general public, the Administrator shall specifically
include as considerations-

[(1) the extent to which the participation of the contractor
will expedite the attainment of the purposes of the program;

:(2) the extent to which a waiver of all or any part of such
.rig'hts-in any or all fields of technology is needed to secure the

: participation of the particular contractor;
[ t(3) the-extent to which the contractor's commercial position

V~] may expedite utilization of the research, development, and
demonstration program results;

[(4) the extent to which the Government has contributed to
.the field of technology to be funded under the contract;

[(5) the purpose and nature of the contract, including the in-
tended use of the results developed thereunder;

[(6) the extent to which the contractor has made or will
:.:i make substantial investment of financial resources or technolo-

gy developed at the contractor's private expense which will di-
rectly-benefit the work to be performed under the contract;

[(7).the extent to which the field of technology to be funded
¥ under the contract has been developed at the contractor's pri-

vate expense;
[(8) the extent to which the Government intends to further

develop to the point of commerical utilization the results of the
'o ntract effort;
| [(9) the extent to which the contract objectives are con-
erned with the public health, public safety, or public welfare;
: o [(10) the likely effect of the waiver on competition and
market concentration; and

(11) in the case of a nonprofit educational institution, the
.extent to which such institution has a technology transfer ca-
pability and program, approved by the Administrator as being

.consistent with the applicable policies of this section.
(e) In determining whether a waiver to the contractor or inven-
of rights to an identified invention will best serve the interests

s':the United States and the general public, the Administrator
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shall specifically include as considerations paragraphs (4) through
(11) of subsection (d) as applied to the invention and-

[(1) the extent to which such waiver is a reasonable and nec
essary incentive to call forth private risk capital for the devel-
opment and commercialization of the invention; and

[(2) the extent to which the plans, intentions, and ability of
the contractor or inventor will obtain expeditious commercial-
ization of such invention.

[(f) Whenever title to an invention is vested in the United
States, there may be reserved to the contractor or inventor--

[(1). a revocable or irrevocable nonexclusive, paid-up license.
for the practice of the invention throughout the world; and

[(2) the rights to such invention in any foreign country
where the United States has elected not to secure patent rights
and the contractor elects to do so, subject to the rights set
forth in paragraphs (2), (3), (6), and (7) of subsection (h): Providi:.
ed, That when specifically requested by the Administration
and three years after issuance of such a patent, the contractor
shall submit the report specified in subsection (h)(1) of this sect
tion.

* *

:I

* I 1

[(j) The Administrator shall, in granting waivers or licenses
consider the small business status of the applicant.

[(k) The Administrator is authorized to take all suitable and
necessary steps to protect any invention or discovery to which the
United States holds title, and to require that contrators or persons
who acquire rights to inventions under this section protect such in-
ventions.

[(1) The Administration shall be considered a defense agency of
the United States for the purpose of chapter 17 of title 35 of the
United States Code.

[(m) As used in this section--
[(1) the term "person" means any individual, partnership

corporation, association, institution, or other entity;
[(2) the term "contract" means any contract, grant, agree

ment, understanding, or other arrangement, which includes r
search, development, or demonstration work, and includes an)
assignment, substitution of parties, or subcontract executed 0o
entered into thereunder;

[(3) the term "made", when used in relation to any inve
tion, means the conception or first actual reduction to practiC
of such invention;

[(4) the term "invention" means inventions or discoveri
whether patented or unpatented; and

[(5) the term "contractor" means any person having a coi
tract with or on behalf of the Administration.

[(n) Within twelve months after the date of the enactment
this Act, the Administrator with the participation of the Attorney
General, the Secretary of Commerce, and other officals as the
President may designate, shall submit to the President and the ap
propriate congressional committees a report concerning the appl#
cability of existing patent policies affecting the programs under
this Act, along with his recommendations for amendments or addi
tions to the statutory patent policy, including his recommendation0
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on mandatory licensing, which he deems advisable for carrying out
the purposes of this Act.]

ADMINISTRATION TREATED AS DEFENSE AGENCY FOR PURPOSES OF
SECRECY OF INVENTIONS

SEC. 9. The Administration shall be considered a defense agency
of the United States for purposes of chapter 17 of title 35, United
States Code.

::/i ; i:SECTION 5 OF THE CONSUMER PRODUCT SAFETY ACT

PRODUCT SAFETY INFORMATION AND RESEARCH

:SEC. 5. (a) * * *

[(d) Whenever the Federal contribution for any information, re-
search, or development activity authorized by this Act is more than
minimal, the Commission shall include in any contract, grant, or
other arrangement for such activity, provisions effective to insure

l that the rights to all information, uses, processes, patents, and
other developments resulting from that activity will be made avail-
able to the public without charge on a nonexclusive basis. Nothing
inthis subsection shall be construed to deprive any person of any

right which he may have had, prior to entering into any arrange-
ment referred to in this subsection, to any patent, patent applica-

tin, or invention.]

SECTION 3 OF THE ACT OF APRIL 5, 1944

AN ACT Authorizing the construction and operation of demonstration plants to
produce synthetic liquid fuels from coal, oil shales, agricultural and forestry prod-
ucts, and other substances, in order to aid the prosecution of the war, to conserve
and increase the oil resources of the Nation, and for other purposes

:Sec. 3. The Secretary of the Interior is authorized to grant, on
iuch terms as he may consider appropriate but subject to section
07 of the Federal Property and Administrative Services Act of
1949, licenses under patent rights acquired under this Act: Provid-
d, That such licenses are consistent with the terms of the agree-
tents by which such patent rights are acquired. No Patent ac-
Oired by the Secretary of the Interior under this Act shall prevent
my citizen of the United States, or corporation created under the
[ws of the United States or any State thereof, from using any in-
'kntion, discovery, or process covered by such patent, or restrict
uch use by any such citizen or corporation, or be the basis of any
!ii against any such person or corporation on account of suchwe.]

SOLID WASTE DISPOSAL ACT

TITLE II-SOLID WASTE DISPOSAL
* *

* *

I
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Subtitle H-Research, Development, Demonstration, and
Information

RESEARCH, DEMONSTRATIONS, TRAINING, AND OTHER ACTIVITIES
SEC. 8001. (a) GENERAL AUTHORITY.--* * *

* , , , * , * *

(c) AUTHORITIES.-(1) In carrying out subsection (a) of this section
respecting solid waste research, studies, development, and demon-
stration, except as otherwise specifically provided in section8004(d), the Administrator may make grants to or enter into con-+tracts (including contracts for construction) with, public agencies
and authorities or private persons.

(2) Contracts for research, development, or demonstrations or forboth (including contracts for construction) shall be made in accot-ance with and subject to the limitations provided with respect toresearch contracts of the military departments in title 10, UnitedStates Code, section 2353, except that the determination, approval,and certification required thereby shall be made by the Adminis
trator.

[(3) Any invention made or conceived in the course of, or under;any contract under this Act shall be subject to section 9 of the Fed-eral Nonnuclear Energy Research and Development Act of 1974 tothe same extent and in the same manner as inventions made or'
conceived in the course of contracts under such Act, except that imapplying such section, the Environmental Protection Agency shallbe substituted for the Energy Research and Development Adminis-.tration and the words "solid waste" shall be substituted for the
word "energy" where appropriate.]

(4) For carrying out the purpose of this Act the Administratormay detail personnel of the Environmental Protection Agency toagencies eligible for assistance under this section.

FULL-SCALE DEMONSTRATION FACILITIES
SEC. 8004. (a) AUTHORITY.-* * *

(c) COST SHARING.-Whenever practicable, in constructing, opeating, or providing financial assistance under this subtitle to a fu1scale demonstration facility, the Administrator shall endeavor ldenter into agreements and make other arrangements for maximum
practicable cost sharing with other Federal, State, and local agencies, private persons, or any combination thereof. ' -(2) The Administrator shall enter into arrangements; whereverpracticable and desirable, to provide monitoring of full-scale sol]d'waste facilities (whether or not constructed or operated under thisAct) for purposes of obtaining information concerning the performance, and other aspects, of such facilities. Where the Administratorprovides only monitoring and evaluation instruments or personnel(or both) or funds for such instruments or personnel and providedno other financial assistance to a facility, [notwithstanding section

8001(c)(3),] title to any invention made or conceived of in the
course of developing, constructing, or operating such facility shall
not be required to vest in the United States and patents respectingsuch invention shall not be required to be issued to the United

:States.

t TITLE 35, UNITED STATES CODE
:,.- *' * * , ,

PART II-PATENTABILITY OF INVENTIONS AND GRANT OF
PATENTS

CHAPTER 18-PATENT RIGHTS IN INVENTIONS MADE WITH FEDERAL
ASSISTANCE

200. Policy and objective,

212. Assignment of title or rights.
21,. Disposition of rights in educational awards.

* * * 8 * 8 8

§201. Definitions
As used in this chapter-

(a) The term "Federal agency" means any executive agency
as defined in section 105 of title 5, United States Code, and themilitary departments as defined by section 102 of title 5,
United States Code.

(b) The term "funding agreement" means any contract,
grant, or cooperative agrement entered into between any feder-
al agency, other than the Tennessee Valley Authority, and any
contractor for the performance of experimental, developmen-tal, or research work funded in whole or in part by the Federal
:Government. Such term includes any assignment, substitution
of parties, or subcontract of any type enteredinto for the per-formance of experimental, developmental, or research work
U. Under a funding agreement as herein defined, but does notmean' any work-for-others agreement or jointly sponsored re-
search arrangement entered into between a private entity person
and the operator of a Government-owned, contractor-operatedfacility.

(c) The term "contractor" means any person, small businessfirm, or nonprofit organization that is a party to a fundingagreement.
(d) The term "invention" means any invention or discoverywhich is or may be patentable or otherwise protectable under

this title or any novel variety of plant which is or may be pro-tectable under the Plant Variety Protection Act (7 US.C. 221et seq.).

41
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(e) The term "subject invention" means any invention of the con-
tractor conceived or first actually reduced to practice in the per.
formance of work under a funding agreement, except that in the
case of a sexually propagated variety of plant, the date of determi-
nation (as defined in section 41(d) of the Plant Variety Protection
Act (7 U.S.C. 2401(d))) must also occur during the period of contract
performance.

§ 202. Disposition of rights
(a) Each nonprofit organization or small business firm may,'

within a reasonable time after disclosure as required by paragraph
(c)(1) of this section, elect to retain title to any subject invention:
Provided, however, That a funding agreement may provide other-,
wise [(i) when the funding agreement is for the operation of a Gov--
ernment-owned research or production facility,] (i) when the con-
tractor is not located in the United States or does not have a place
of business located in the United States or is subject to the control
of a foreign government, (ii) in exceptional circumstances when it is
determined by the agency that restriction or elimination of the.
right to retain title to any subject invention will better promot
the policy and objectives of this chapter [(or iii)], (iii) when the
funding agreement is related to or associated with an international
treaty, agreement, memorandum of understanding, or other arrange-
ment with a foreign government including (but not limited to) agree;
ments of cooperation in science and technology or military agree-
ments relating to weapons development or production, and it is de-
termined by the agency that rights in the Government greater than
a nonexclusive license are necessary for the agency to fulfill its obli-
gations under the international treaty, agreement, memorandum of
understanding, or other arrangement, (iv) when the funding agreei
ment includes the operation of a Government-owned, contractor-ofr
erated facility of the Department of Energy primarily dedicated to
that Department's naval nuclear propulsion or weapons related pr
grams and all funding agreement limitations under this subparad
graph on the contractor's right to elect title to a subject inventiin
are limited to inventions occurring under the above two programs O
the Department of Energy, or (v) when it is determined by a Go
ernment authority which is authorized by statute or Execut
order to conduct foreign intelligence or counter-intelligence actwS
ties that the restriction or elimination of the right to retain title1
any subject invention is necessary to protect the security of Su
activities. The rights of the nonprofit organization or small busi
ness firm shall be subject to the provisions of paragraph (c) of thi
section and the other provisions of this chapter.

(b)(1) Any determination under (ii) of paragraph (a) of this sectole
shall be in writing and accompanied by a written statements
facts justifying the determination. A copy of each such determini
tion and justification shall be sent to the Comptroller General c
the United States within thirty days after the award of the applica
ble funding agreement. In the case of determinations applicable i
funding agreements with small business firms copies shall also .b
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sent to the Chief Counsel for Advocacy of the Small Business Ad-
ministration,

(2) If the Comptroller General believes that any pattern of deter-
minations by a Federal agency is contrary to the policy and objec-
tives of this chapter or that an agency's policies or practices are
otherwise not in conformance with this chapter, the Comptroller
General shall so advise the head of the agency. The head of the
agency shall advise the Comptroller General in writing within one
hundred and twenty days of what action, if any, the agency has
taken or plans to take with respect to the matters raised. by the
Comptroller General.

(3) At least once each year, the Comptroller General shall trans-
mit a report to the Committees on the Judiciary of the Senate and
House of Representatives on the manner in which this chapter is
being implemented by the agencies and on such other aspects of
Government patent policies and practices with respect to federally
funded inventions as the Comptroller General believes appropriate.

(4) If the contractor believes that a determination is contrary to
the policies and objectives of this chapter or constitutes an abuse of
discretion by the agency, the determination shall be subject to sec-
tion 203(d).
-: (5) Whenever the Director of the Office of Management and
Budget has determined that one or more Federal agencies are utiliz-
,ing the authority of section 202(a)(ii) in a manner that is contrary to
the policies and objectives of this chapter, he may promulgate regu-
lations under section 206 which establish policies, procedures, and
guidelines describing classes of situations in which agencies may
not exercise the authorities of that section.
; (c) Each funding agreement with a small business firm or non-
profit organization shall contain appropriate provisions to effectu-
ate the following:

[(1) A requirement that the contactor disclose each subject
invention to the Federal agency within a reasonable time after
it is made and that the Federal Government may receive title
to any subject invention not reported to it within such time.

[(2) A requirement that the contractor make an election to
retain title to any subject invention within a reasonable time

:! after disclosure and that the Federal Government may receive
i title to any subject invention in which the contractor does not

elect to retain rights or fails to elect rights within such time.
t[(3) A requirement that a contractor electing rights file

patent applications within reasonable times and that the Fed-
eral Government may receive title to any subject inventions in
the United States or other countries in which the contractor
has not filed patent applications on the subject invention
within such times.]

(1) A requirement that the contractor disclose each subject in-
v ention to the contracting Federal agency within a reasonable
time after it becomes known to contractor personnel responsible

it for the administration of patent matters and that the Federal
Glovernment may receive title to any subject invention not dis-
closed to it within such time.

(2) A requirement that the contractor make a written election
within 2 years after disclosure to the Federal agency (or such
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additional time as may be approved by the Federal agency)whether the contractor will retain title to a subject invention,
exept that (A) in any ease where publication, on aale, or pu.bli
use has initiated the one year statutory period in which valid
patent protection can still be obtained in the United States, theperiod for election may be shortened by the Federal agency to a:date that is not more than 60 days prior to the end of the statu-
tory period, and (B) the Federal Government may receive title to :
any subject invention in which the contractor does not elect .toretain rights or fails to elect rights within such time.

(3) A requirement that a contractor electing rights in a sub-
ject invention agrees to file a patent application prior to anystatutory bar date that may occur under this title due to publl-
cation, on sale, or public use, and shall thereafter file corre-.isponding patent applications in other countries in which it.wishes to retain title within reasonable times, and that the Fed-
eral Government may receive title to any subject inventions inkthe United States or other countries in which the contractor has
not filed patent applications on the subject invention within'
such times.

(4)(A) With respect to any invention in which the contractor!elects rights, the Federal agency shall have a nonexclusive,;s
nontransferable, irrevocable, paid-up license to practice orihave practiced for or on behalf of the United States any sub*-
ject invention throughout the world, and may, if provided inthe funding agreement, have additional rights to sublicense
any foreign government or international organization pursuan
to any existing or future treaty or agreement.

(B) The right to require the contractor, inventor, or assignee
to license another person to practice a subject invention on rea,-
sonable terms if-

(i) such licensing is necessary to permit lawful commer
cial manufacture, use or sale by a third party of a specifi
end item of a major, multiyear research and deproject of the Department of Energy or theNationa
nautics and Space Administration and such subject invetion was made during research and development
directly funded under that project;

(ii) a similar product or process is not commerci
available as a reasonable substitute for the licensing; arl

(iii) such right is specified in the contract.
(5) The right of the Federal agency to require periodic reporting on the utilization or efforts at obtaining utiization

that are being made by the contractor or his licensees or as'signees: Provided, That any such information [may] as wel
as any information on utilization or efforts at obtaining utilza'
tion obtained as part of a proceeding under section 203 of th'chapter shall be treated by the Federal agency as commercii
and financial information obtained from a person and pri
leged and confidential and not subject to disclosure under
tion 552 of title 5 of the United States Code.

(6) An obligation on the part of the contractor, in the event.United States patent application is filed by or on its behalf!
by any assignee of the contractor, to include within the spec.
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cation of such application and any patent issuing thereon, a
statement specifying that the invention was made with govern-
ment support nR4 that the government has eFrtain right inthe invention,

[(7) In the case of a nonprofit organization, (A) a prohibition
upon the assignment of rights to a subject invention in theUnited States without the approval of the Federal agency,
except where such assignment is made to an organizationwhich has as one of its primary functions the management of
inventions and which is not, itself, engaged in or does not holda substantial interest in other organizations engaged in themanufacture or sale of products or the use of processes that
might utilize the invention or be in competition with embodi-
ments of the invention (provided that such assignee shall besubject to the same provisions as the contractor); (B) a prohibi-
tion against the granting of exclusive licenses under UnitedStates Patents or Patent Applications in a subject invention bythe contractor to persons other than small business firms for-a
period in excess of the earlier of five years from first commer-
cial sale or use of the invention or eight years from the date of
the exclusive license excepting that time before regulatory
agencies necessary to obtain premarket clearance unless, on acase-by-case basis, the Federal agency approves a longer exclu-
sive license. If exclusive field of use licenses are granted, com-
mercial sale or use in one field of use shall not be deemed com-mercial sale or use as to other fields of use, and a first com-
mercial sale or use with respect to a product of the invention
shall not be deemed to end the exclusive period to differentsubsequent products covered by the invention; (C) a require-
ment that the contractor share royalties with the invertor;
and (D) a requirement that the balance of any royalties orincome earned by the contractor with respect to subject inven-
tions, after payment of expenses (including payments to inven-tors) incidental to the administration of subject inventions, beutilized for the support of scientific research or education.]

(7) In the case of a nonprofit organization-.
(A) a requirement that the contractor share royalties withthe inventor, and
(B) a requirement that the balance of any royalties or

income earned by the contractor with respect to subject in-ventions, after payments of expenses (including payments to
inventors) incidental to the administration of subject inves-
tions, be utilized for the support of scientific research oreducation.

(8) The requirements of sections 203 and 204 of this chapter.
(9) After payment of patenting costs, licensing costs, payments

to inventors, and other expenses, the balance of any royalties or
income earned on subject inventions by the contractor operating
a Government-owned contractor-operated facility (up to a total
equal to 5 percent of that facility's annual budget), if the con-tractor elects to retain such funds, shall be used by such con-tractor for scientific research, development, and education con-sistent with the research and development mission and objec-
tives of such facility including activities that increase the li-



effective steps to achieve practical application of the subject in-vention in such field of use;
(b) action is necessary to alleviate health or safety needs

which are not reasonably satisfied by the contractor, assignee,or their licensees;
(c) action is necessary to meet requirements for public use

specified by Federal regulations and such requirements are not
reasonably satisfied by the contractor, assignee, or licensees; or

(d) action is necessary because the agreement required bysection 204 has not been obtained or waived or because a li-
censee of the exclusive right to use or sell any subject inven-tion in the United States is in breach of its agreement obtained: pursuant 204.

A determination pursuant to this section or section 202(b)(1) shall
not be subject to the Contract Disputes Act (41 U.S.C. 601 et seq.).
An administrative appeals procedure shall be established by regula-
tions promulgated by the Director of the Office and Management
and Budget in accordance with section 206. Any contractor, inven-
tor, assignee, or execlusive licensee adversely affected by a determi-
nation under this section may, at any time within sixty days after
the determination is issued, file an appeal under the appeals proce-
dure established pursuant to the preceding sentence or file a petition
in the United States Claims Court, which shall have jurisdiction todetermine the matter de novo and to affirm, reverse, or modify as
appropriate, the determination of the Federal agency. In cases de-
scribed in paragraphs (a) and (c), the agency's determination shall
be held in abeyance pending the exhauston of appeals or petitionsfiled under the preceding sentence.

censing potential of other inventions of the facility. Any addi-
tional royalties and income shall be returned to the Treasury.
To the extent that it provides the most effective technology
transfer, the licensing of the inventions involved shall be ad-
ministered by contractor employees on location at the facility.

(g)(1) A Federal agency may at any time waive all or any part of
the rights of the United States, under sections 202, 203, and 204 of
this chapter, to any subject inventions made under a funding agree-
ment or class of funding agreements if the agency determines that
the interests of the United States and the general public will be best
served thereby including, but not limited to, instances where-

(A) the funding agreement involves cosponsored, cost shared,
or joint venture research or development and the contractor or
other sponsor or joint venturer is required to make or has made
a substantial contribution of funds, facilities, personnel, data,
or equipment to the work performed under the funding agree-
ment, or

(B) the conditions justifying acquisition of title by the Gov-
ernment uinder section 202(a) no longer exist or do not apply in
the case of the subject invention.

The agency shall maintain a record, which shall be made public
and periodically updated, of determinations made under this para-
graph.

(2) In making determinations under paragraph (1)(A) of this sub-
section, the agency shall consider at least the following objectives:

(A) Encouraging the wide availability to the public of the
benefits of Government-sponsored research and development in
the shortest practicable time.

(B) Promoting the commercial utilization of inventions made
under Government funding agreements.

(C) Encouraging prticipation by highly qualified private per-sons in Government-sponsored research and development pro-
grams.

(D) Fostering competition and preventing the creation or:
maintenance of situations inconsistent with the antitrust laws.,

§ 203. March-in rights
With respect to any subject invention in which a small businessfirm or nonprofit organization has acquired title under this chap-ter, the Federal agency under whose funding agreement the subjectinvention was made shall have the right, in accordance with suchprocedures as are provided in regulations promulgated hereunder

to require the contractor, an assignee or exclusive licensee of a sub-ject invention to grant a nonexclusive, partially exclusive, or exclu-sive license in any field of use to a responsible applicant or appli-cants, upon terms that are reasonable under the circumstances,.and if the contractor, assignee, or exclusive licensee refuses such':request, to grant such a license itself, if the Federal agency deter-
mines that such-

(a) action is necessary because the contractor or assignee hasinot taken, or is not expected to take within a reasonable time;:

* *

[§206. Uniform clauses and regulations
*; [The Office of Federal Procurement Policy, after receiving rec-;;-ommendations of the Office of Science and Technology Policy, mayissue regulations which may be made applicable to Federal agen-
ies implementing the provisions of sections 202 through 204 of thishapter and the Office of Federal Procurement Policy shall estab-

lisi standard funding agreement provisions required under this

2'06. Uniform clauses and regulations
The Secretary of Commerce may initiate the regulations and revi-

sions thereto and standard funding agreement provisions, required
. to implement sections 202 through 2£04, to be promulgated by the Di-
rector of the Office of Management and Budget after full consider-:ation of agency and public comment.

* *
* * * *

Assignment of title of rights
Subject to regulations promulgated under section 206, upon a de-
ermination that to do so is in the best interests of the Government
I agency may assign title or other rights to an invention to aerson where such title or rights are held by the Government under

4746
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such terms and conditions as will encourage the domestic commer-
cial use of such technology.

8 213. Disposition of rights in educational awards
No scholarship, fellowship, training grant, or other funding agree-

ment made by a Federal agency primarily: to an awardee for educa-.
tional purposes will contain any provision giving the Federal agency
any rights to inventions made by the awardee.

$ *: * * *

STEVENSON-WYDLER TECHNOLOGY INNOVATION ACT OF 1980

* * * * * * *

SEC. 6. CENTERS FOR INDUSTRIAL TECHNOLOGY.
(a) ESTABLISHMENT.-* *

* * * * * * *

[(e) RESEARCH AND DEVELOPMENT UTILIZATION.-(1) To prox ei
technological innovation and commercialization of research and J
velopment efforts, each Center has the option of acquiring title t-o
any. invention conceived or made under the auspices of the Center:
that was supported at least in part by Federal funds: P di
That- l

[(A) the Center reports the invention 'to the suppporti'
agency together with a list of each country in which ..
Center elects to file a patent application on the invention; :

[(B) said option shall.be exercised at the time of disclosi
of invention or within such time thereafter as may be provided .
in the grant or cooperative agreement; :

[(C) the Center intends to promote the commercialization of
the invention and file a United States patent application; -

[(D) royalities be used for compensation of the inventor4
for educational or research activities of-the Center;

[(E) the Center make periodic reports to the supporting
agency, and the supporting agency may treat information con.
tained in such reports as privileged and confidential techni
commercial, and financial information and not subject to i
closures under the Freedom of Information Act; and

[(F) any Federal department or agency shall have the royal- !
ty-free right to practice, or have practiced on its behalf, the in-:
vention for governmental purposes.

The supporting agency shall have the right to acquire title to any ;.
patent on an invention in any country in which the Center elects :
not to file a patent application or fails to file within a reasonable -
time.

[(2) Where a Center has retained title to an invention underi
paragraph (1) of this subsection the' supporting agency shall havea -
the right to require the Center or its licensee to grant a nonexclu-7
sive, partially exclusive, or exclusive license to a responsible appli-
cant or applicants, upon terms that are reasonable under the cir-
cumstances, if the supporting agency determines, after public.,
notice and opportunity for hearing, that such action is necessary--
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[(A) because the Center or licensee has not taken and is not
expected to take timely and effective action to achieve practi-
cal application of the invention;

[(B) to meet health, safety, environmental, or national secu-
rity needs which are not reasonably satisfied by the contractor
or licensee; or

[(C) because the granting of exclusive rights in the inven-
.. tion has tended substantially to lessen competition or to result

in undue market concentration in the United States in any
line of commerce to which the technology relates.

[(3) Any individual, partnership, corporation, association, institu-
tion, or other entity adversely affected by a support agency deter-
mination made under paragraph (2) of this subsection may, at any
time within 60 days after the determination is issued, file a peti-

I ;ion to the United States Court of Claims which shall have jurisdic-
tion to determine that matter de novo and to affirm, reserve, or
modify as appropriate, the determination of the supporting

i agency.]
.0- A, # * * * * * *

-- N . ' 0 SECTION 10 OF THE ACT OF JUNE 29, 1935

;:AN ACT To provide for further research into basic laws and principles relating to
agriculture and to improve and facilitate the marketing and distribution of agri-
cultural products

'SEC. 10. (a) In order to carry out further research on utilization
-- :and associated problems in connection with the development and
- pication of present, new, and extended uses of agricultural com-

modities and products thereof authorized by section 1 of this title,
and to disseminate information relative thereto, and in addition to

':all other appropriations authorized by this title, there is hereby au-
. thorized to be appropriated the following sums:

(1) $3,000,000 for the fiscal year ending June 30, 1947, and
each subsequent fiscal year.

(2) An additional $3,000,000 for the fiscal year ending June
30, 1948, and each subsequent fiscal year.

(3) An additional $3,000,000 for the fiscal year ending June
l 3 -0, 1949, and each subsequent fiscal year.

(4) An additional $3,000,000 for the fiscal year ending June
l: - 30, 1950, and each subsequent fiscal year.

(5) An additional $3,000,000 for the fiscal year ending June
30, 1951, and each subsequent fiscal year.

(6) In addition to the foregoing, such additional funds begin-
ning with the fiscal year ending June 30, 1952, and thereafter,
as the Congress may deem necessary.

: The Secretary of Agriculture, in accordance with such regula-
tions as he deems necessary, and when in his judgment the work to

.be performed will be carried out more effectively, more rapidly, or
!atless.cost than if performed by the Department of Agriculture,
may enter into contracts with such public or private organizations

.or individuals as he may find qualified to carry on work under this

.section without regard to the provisions of section 3709, Revised
Statutes, and with respect to such contracts he may make advance

l iS

[f
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SECTION 306 oF THE SURFACE MINING CONTROL AND RECLAMATION
ACT OF 1977

MISCELLANEOUS PROVISIONS
SEC. 306. (a) The Secretary of the Interior shall obtain the con-

::tinuihg advice and cooperation of all agencies of the Federal Gov-
ernment concerned with mining and mineral resources, of Stateand local governments, and of private institutions and individuals
to assure that the programs authorized in this title will supple-ment and not duplicate established mining and minerals research
programs, to stimulate research in otherwise neglected areas, andto contribute to a comprehensive nationwide program of mining
and minerals research, having due regard for the protection andconservation of the environment. The Secretary shall make gener-ally available information and reports on projects completed, inprgress, or planned under the provisions of this title, in additiont tany dirct publication of information by the institutes them-

(ib) Nothing in this title is intended to give or shall be construed
as giving the Secretary of the Interior any authority over miningmineral resources research conducted by any agency ofthe
F:ederal Government, or as repealing, superseding, or diminishingexisting authorities or responsibilities of any agency of the Federal

:overnment to plan and conduct, contract for, or assist in research:in its area of responsibility and concern with mining and mineral:resources.
(c) Contracts or other arrangements for mining and mineral re-

sources research work authorized under this title with an institute,
educati6nal institution, or nonprofit organization may be undertak-en without regard to the provisions of section 3684 of the Revised
tateItes (31 U.S.C. 529) when, in the judgment of the Secretary ofhe Interior, advance payments of initial expense are necessary tofacilitate'such work: Provided, That authority to make payments:nder this subsection shall be effective only to such extent or insuch amounts as are provided in advance by appropriations Acts.

-:(d) [No research, demonstration, or experiment shall be carriedput under this Act by an institute financed by grants under thisAct, unless all uses, products, processes, patents, and other develop-
ments resulting therefrom, with such exception or limitation, ifany, as the Secretary may find necessary in the public interest, be
atailable Promptly to the general public. Nothing contained in thisaection shall deprive the owner of any background patent relatingb any such activities of any rights which that owner may haveiuder that patent.] There are authorized to be appropriated such
urs as are necessary for the printing and Publishing of the resultsif activities carried out by institutes under the provisions of this
ct iand for administrative planning and direction, but such appro.-

atins shall not exeed $1,000,000 in any fiscal year: Providedhat no new budget authority is authorized to be appropriated forsea year 1977.

progress or other payments without regard to the provisions of sec-tion 3648, Revised Statutes. Contracts hereunder may be made forwork to continue not more than four years from the date of anysuch contract. Notwithstanding the provisions of section 5 of theAct of June 20, 1874, as amended (31 U.S.C. 713), any unexpended
balances of appropriations properly obligated by contracting with-an organization as provided in this subsection may remain uponthe books of the Treasury for not more than five fiscal years before:being carried to the surplus fund and covered into the Treasury.
Research authorized under this subsection shall be conducted so faras practicable at laboratories of the Department of Agriculture.Projects conducted under contract with public and private agencies
shall be supplemental to and coordinated with research of theselaboratories. [Any contracts made pursuant to this authority shallcontain requirements making the results of research and investiga-tions available to the public through dedication, assignment to the-Government, or such other means as the Secretary -shall
determine.]

SECTION 427 OF THE FEDERAL MINE SAFETY AND HEALTH ACT OF ?
1977

SEC. 427. (a) The Secretary of Health, Education, and Welfare isauthorized to enter into contracts with, and make grants to, publicand private agencies and organizations and individuals for the con-struction, purchase, and operation of fixed-site and mobile clinicalfacilities for the analysis, examination, and treatment of respiratry and pulmonary impairments in active and inactive coal miners.The Secretary shall coordinate the making of such contracts and'
grants with the Appalachian Regional Commission.

(b) The Secretary of Health, Education, and Welfare shall initiate~research within the National Institute of Occupational Safety and
Health, and is authorized to make research grants to public antd;private agencies and organizations and individuals for the purpose!
of devising simple and effective tests to measure, detect, and treatrespiratory and pulmonary impairments in active and inactive coatminers. [Any grant made pursuant to this subsection shall be con-;ditioned upon all information, uses, products, processes, patents,
and other developments resulting from such research being avaiable to the general public, except to the extent of such exceptionsand limitations as the Secretary of Health, Education, and Welfare
may deem necessary in the public interest.]

(c) There is hereby authorized to be appropriated for the purposof subsection (a) of this section $10,000,000 for each fiscal yeaThere are hereby authorized to be appropriated for the purposes
subsection (b) of this section such sums as are necessary.
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SECTION 21 OF THE FEDERAL FIRE PREVENTION AND CONTROL ACT OF

1974

ADMINISTRATIVE PROVISIONS

SEC. 21. (a) ASSISTANCE.--

[(d) INVENTIONS AND DISCOVERIES.-All property rights with re-

spect to inventions and discoveries, which are made in the course

of or under contract with any government agency pursuant to this

Act, shall be subject to the basic policies set forth in the Presi-

dent's Statement of Government Patent Policy issued August 23,

1971, or such revisions of that statement of policy as may subse-

quently be promulgated and published in the Federal Register.]
* * * *

SECTION 6 OF THE SOLAR PHOTOVOLTAIC ENERGY RESEARCH,

DEVELOPMENT, AND DEMONSTRATION ACT OF 1978

SEC. 6. (a) The Secretary is authorized to select on the basis of

open competitions--
(1) a number of readily available photovoltaic components

and systems;
(2) a number of design concepts for various types of applica-

tions which demonstrate adaptability to the utilization of pho-:

tovoltaic components and systems; and
(3) a number of designs for applications selected under para--

graph (2), so that each design includes specific provisions for

the utilization of solar photovoltaic components and systems
selected under paragraph (1).

(b) The Secretary, in accordance with the applicable provisions of.

sections 7, 8, and 9 of the Federal Nonnuclear Energy Research

and Development Act of 1974 (42 U.S.C. 5901 et seq.) as amended&

and with such program guidelines as the Secretary may establish,;
shall--

(1) enter into such contracts and grants as may be necessary

or appropriate for the development for commercial production

and utilization of photovoltaic components and systems, includ-
ing any further planning and design which may be required to
conform with the specifications set forth in any applicable cri:
teria;

(2) select, as being compatible with the design concepts

chosen under subsection (a)(2) of this section, a reasonable
number of photovoltaic components and systems; and

(3) enter into contracts with a number of persons or firms for

the procurement of photovoltaic components and systems, in-
cluding adequate numbers of spare and replacement parts for

such systems.
it * * * * -$
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SECTION 12 OF THE CRITICAL AGRICULTURAL MATERIALS ACT

[SEC. 12. Relative to the definitions of, title to, and licensing of
inventions made or conceived in the course of or under any con-
tract or grant pursuant to this Act, and notwithstanding any other
provisions of law, the provisions of sections 9 and 10 of the Federal
Nonnuclear Energy Research and Development Act of 1974 (42
U.S.C. 5908-9) shall govern.]

SECTION 109 oF THE WATER RESOURCES RESEARCH ACT OF 1984

[SEC. 109. Notwithstanding any other provision of law, the Sec-
retary shall be governed by the provisions of sections 9 (except sub-

:sections (1) and (n)) and 10 of the Federal Nonnuclear Energy, Re-
;search, and Development Act of 1974 (Public Law 93-577; 88 Stat.

1887, 1891; 42 U.S.C. 5908-5909) with respect to patent policy and

to the definition of title to and licensing of inventions made or con-

ceived in the course of work performed, or under any contract or

grant made, pursuant to this Act. Subject to such patent policy, all

research or development contracted for, sponsored, cosponsored, or

authorized under authority of this Act shall be provided in such

manner that all information, data, and know-how, regardless of

their nature or mediums, resulting from such research and devel-

opment shall (with such exceptions and limitations, if any, as the

Secretary may find to be necessary in the interest of national de-

fense) be usefully available for practice by the general public.]



ADDITIONAL VIEWS OF HON. HERBERT H. BATEMAN

I strongly believe that this Committee should have deleted the
authority, contained in Section 301(c)(6) of this Bill, that permits
the retention by Government-owned, Contractor-operated (GOCO)
facilities of a percentage of the royalties earned on an invention.
This provision usurps the Congressional budgetary process and will
create budgetary uncertainties for these facilities.

Section 301(c)(6) permits a GOCO to retain the balance of any
royalties or income earned on an invention, after payment of pat-,
enting costs, licensing costs, and other expenses, up to 5 percent of
a GOCO's annual budget. This ability to retain royalties earned on
an invention is not mandatory, but rather a decision to be made byl
the facility. The royalties may -be used by a GOCO for scientific re:
search, development, and education consistent with -the researche
and development mission and objectives of the facility. Any royal-:?
ties earned that exceed the 5 percent ceiling are to be returned t
the general Treasury.

The retention of royalties by a GOCO will permit the Laboratory
to override any programmatic reductions imposed by Congress.
Congress must, through its budgetary process, be ultimately re-
sponsible and accountable to the taxpayers for the research fund-
ing priorities of this nation. If a Laboratory Director is able to /
override these Congressional determinations, regardless of thee
merits involved, this accountability will be lost. If a "slush fund"
needed by these facilities, it is the responsibility of the Congress to
authorize and appropriate the necessary funds, thereby retaining
accountability for its expenditure in the Congress where it belong

It is an anomaly that the Committee approved version include
changes that made it discretionary with the GOCO's whether the
retained royalties or not. This was because some governmentai
fear retention of royalty income will lead to Congress reducing
appropriation they would otherwise receive.

Congress should not forgo its authority and duty to determi
priorities and spending levels of federal agencies.

HERBERT H. BATEM

(54)
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